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UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF ILLINOIS 

EASTERN DIVISION 
 
MOTOROLA SOLUTIONS, INC., and 
MOTOROLA SOLUTIONS MALAYSIA 
SDN. BHD. 
 

Plaintiffs, 
 

v. 
 
HYTERA COMMUNICATIONS 
CORPORATION LTD., 
HYTERA AMERICA, INC., and  
HYTERA COMMUNICATIONS 
AMERICA (WEST), INC. 

Defendants. 
 

 
 
 

Case No. 1:17-CV-01973 
 
 
 
 
Honorable Charles R. Norgle Sr. 
 

 
 

 
MEMORANDUM IN SUPPORT OF DEFENDANTS’ RULE 50(a) MOTION FOR 

DIRECTED VERDICT ON ALL COUNTS 
 
 Pursuant to Rule 50(a) of the Federal Rules of Civil Procedure, Defendants (“Hytera”) 

respectfully submit this memorandum in support of their motion for directed verdict.  Under 

Rule 50(a), a judgment as a matter of law should be given against the non-moving party when “it 

has been fully heard on an issue and there is no legally sufficient evidentiary basis for a 

reasonable jury to find for that party on that issue.”  Fed. R. Civ. P. 50(a).  Because plaintiffs 

(“Motorola”) have failed to present legally sufficient evidence on essential elements of their 

claims and defenses, no reasonable jury could find for Motorola on those claims or defenses. 

Accordingly, judgment as a matter of law should be granted for Hytera. 
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ARGUMENT 

I. As a Matter of Law, Motorola’s Trade Secret Claims Are Barred By the Statute of 
Limitations (Counts I and II) 

Claims for trade secret misappropriation under ITSA and DTSA must be brought within 

five years and three years, respectively, “after the misappropriation … by the exercise of 

reasonable diligence should have been discovered.”  765 ILCS 1065/7; 18 U.S.C. § 1836(d). 

[W]hen a party knows or reasonably should know both that an injury has occurred 
and that it was wrongfully caused, the statute begins to run and the party is under 
an obligation to inquire further to determine whether an actionable wrong was 
committed. … [O]nce it reasonably appears that an injury was wrongfully caused, 
the party may not slumber on his rights. 

Hermitage Corp. v. Contractors Adjustment Co., 651 N.E.2d 1131, 1139 (Ill. 1995) (citation 

omitted); see also Law v. Medco Research, Inc., 113 F.3d 781, 786 (7th Cir. 1997).  The plaintiff 

bears the burden of proving “that even with the exercise of reasonable diligence it could not have 

known of the purported injury.”  Cathedral of Joy v. Village of Hazel Crest, 22 F.3d 713, 717 

(7th Cir. 1994).  “So long as a suspicion exists, it is clear that the plaintiff must go find the facts; 

she cannot wait for the facts to find her.”  MGA Entertainment, Inc. v. Mattel, Inc., 254 Cal. 

Rptr. 3d 314, 319 (Cal. App. 2019) (quotations and citation omitted).    

According to the trial testimony, Motorola had suspicions by 2010 and those suspicions 

mounted in 2011 and again early 2012.  Trial Transcript (“Tr.”) at 1799-1800.  With reasonable 

diligence, Motorola could have investigated those suspicions before March 14, 2012.  Motorola’s 

trade secret claims are therefore time-barred.  No reasonable jury could find otherwise.   

A. Motorola Was Aware of Suspicious Activity Well Before 2012 

As soon as employees began departing for Hytera in 2008, Motorola had reasons to 

suspect—and in fact did suspect—they had taken confidential materials with them many 

suspicions about Hytera.  It knew the following: 
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1. Motorola employees were leaving the company with confidential information.  Tr. 
470:14-16.  Starting in early 2007, Motorola saw a disturbing increase in confidential 
information leaking outside the company and, in by 2008 its “Stop the Leaks!” program, 
identified leaks by former employees as the highest level of risk.  Tr. 470, 458-73, 533; 
DTX-4514, 4651, 4762, 4763, 4766.   

2. GS Kok, who had access to confidential Motorola information as part of his work, left 
Motorola in January 2008 and went to work for Motorola’s competitor, Hytera.  Tr. 206-
07, 210-12, 534, 1470; Stipulated Facts ¶¶ 11, 14 (Dkt. 690-1.) 

3. Soon thereafter, four other Motorola employees—including Sam Chia, Wong Kiat Hoe, 
and Y.T. Kok, all of whom had access to confidential Motorola information—departed 
Motorola to work for Hytera in 2008.  Tr. 210-12, 534, 1052, 1470; DTX-4249, 4625; see 
also PTX-1356.38; Stipulated Facts ¶¶ 12-13, 15-16 (Dkt. 690-1.).  A sixth Motorola 
employee—P.E.—moved to Hytera in 2009.  Tr. 1470. 

4. In 2008, Motorola employee Nickie Petratos sent an email warning people about Hytera 
having confidential Motorola information and saying that Motorola needs to make sure 
all of the IP is protected.  Tr. 346-47, 534, 1799; DTX 4249. 

5. In mid-2010, Motorola concluded there were suspicious similarities between Hytera’s 
radios and Motorola’s—one of which was that Hytera’s radio stopped unmuting at 118 
decibels.  Tr. 1049-50; 1799-1800.  

With all of these suspicions, Motorola was on inquiry notice—and the statute of 

limitations began to run—well before March 2012.  In fact, due to suspicions that confidential 

Motorola information had leaked to Hytera, Motorola began monitoring employee emails in June 

2010 to identify communications to and from GS Kok.  Tr. 348, 511-15, 1800; DTX-4565. 

Motorola’s suspicions continued to mount in 2011 and 2012.  In January 2011, for 

example, Motorola found five substantive similarities in the capabilities of Hytera’s IP site 

connect and Motorola’s.  Tr. 1061, 1064-67.  And in early 2012, Motorola performed 

interoperability testing on Hytera’s radios and noticed the ergonomics for canceling the 

emergency alarm had a bug similar to Motorola’s radios.  Tr. 947-49, 1055-57; DTX-4693. 

As Motorola’s expert, Professor Wicker, acknowledged in his testimony, Motorola had 

several suspicions that its claimed trade secrets leaked to Hytera:  In 2008, Nickie Petratos had a 

suspicion when she sent out her email about protecting Motorola IP following the departure of 
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GS Kok and other employees to Hytera.  (Tr. 1799.)  In 2010, Motorola had another suspicion 

when its employees discovered that Hytera’s radio stopped unmuting at 118 decibels.  (Tr. 1799-

1800.)  In early 2012, Motorola had further suspicions when its employees performed 

interoperability testing on Hytera’s radios and noticed the ergonomics for canceling the 

emergency alarm had a bug similar to Motorola’s radios.  (Tr. 1800.)  Dr. Wicker further 

acknowledged that Motorola had the ability to pull Compass logs for GS Kok, Sam Chia, and 

others anytime between 2008 and 2012.  Tr. 1801; see also Tr. 527-30.  And it did so—but not 

until 2017.  Tr. 531, 534.    

B. Had Motorola Exercised Reasonable Diligence, It Would Have Pulled the 
Compass Logs and Ascertained the Existence of Its Claims in 2010 

On March 14, 2017, Motorola filed this trade secret lawsuit based on events that took 

place in 2008.  See Dkt. 1; Stipulated Fact ¶ 17 (Dkt. 690-1.)  The sole factual basis for its 

Complaint is the Compass logs purportedly showing that GS Kok, Sam Chia, and YT Kok 

accessed Motorola files before they left.  Motorola could have checked the Compass logs and 

actually did pull logs similar to the ones that were provided for the three individuals in this case 

in many similar circumstances.  See, e.g., Tr. 485-86, 508-09.  For example, Motorola has pulled 

Compass logs in at least the following situations: 

1. In March 2007, Motorola pulled Compass logs after customs informed the company that 
it had stopped a Motorola employee (Ms. Jin) trying to leave the country with Motorola 
confidential documents and source code. Tr. 482; DTX-4756.  This Motorola employee 
accessed Motorola confirmation information when she was on leave of absence from the 
company.  Tr. 482-87; DTX-4756. 

2. In June 2009, Motorola planned to terminate a contractor suspected of taking confidential 
information and accessing information outside the scope of his work.  Motorola promptly 
used Compass logs to track his access to documents.  DTX-4512; Tr. 498-500.   

3. Also in July 2009, Motorola was suspicious of an employee who was about to depart and 
monitored her by pulling Compass logs and determining whether each document was 
within the scope of her work.  DTX-4771.  See also DTX-4510 (June 2009, Motorola 
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pulled Compass logs on employees who were engaged in suspicious activity); DTX-4511 
(July 2009, compass logs pulled for three suspects). 

4. In May 2010, Motorola discovered that a departing employee was initiating mass 
downloads in his final days.  Motorola expressed concerns about this activity and the 
possibility that Motorola’s files would get into the hands of a subsequent employer, as 
had happened previously.  Motorola pulled the employee’s Compass log to monitor 
activity.  DTX-4505; Tr. 504-07. 

Motorola’s head of information security recognized the importance of the Compass logs and, in 

mid-2008, discussed automatically monitoring employees who accessed 100 or more documents 

in a 24-hour period.  DTX-4473; Tr. 493-96; see also Tr. 4504.   

“When a plaintiff does not reasonably investigate, the statutory period starts to run 

immediately.”  Nicpon v. Goehausen, 1991 WL 5866, at *2 (N.D. Ill. Jan. 15, 1991) (Holderman, 

J.).  Despite having the ability to do so, Motorola failed to exercise reasonable diligence to 

follow up on its suspicions in 2010, 2011, and early 2012.  Its claims are time-barred.    

C. Motorola Cannot Avail Itself of the Fraudulent Concealment Doctrine 

Fraudulent concealment applies only where the plaintiff “could not have discovered his 

cause of action even in the exercise of due diligence.”  Gredell v. Wyeth Labs. Inc., 803 N.E.2d 

541, 548 (Ill. App. 2004).  Where, as here, “a plaintiff learns of information that would lead to 

the discovery of the cause of action through diligence, the statute of limitations begins to run, 

regardless of concealment.”  Horn v. A.O. Smith Corp., 50 F.3d 1365, 1372 (7th Cir. 1995) 

(quotation marks and citations omitted; emphasis added); see also, e.g., MGA Entertainment, 

2019 WL 5558188, at *4, 6 (fraudulent concealment is inapplicable where the plaintiff, with 

reasonable diligence, should have discovered the claim).  In all events, no reasonable jury could 

find fraudulent concealment.  Tr. 1799-1802.    In particular, Motorola’s investigation in 2013 is 

of no moment.  That investigation was preliminary, but never completed, and, in any case, the 

results have no bearing on the fact that the Compass logs would have confirmed the suspicions 
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that Motorola harbored for years prior.  See, e.g., DTX-4597.  Motorola’s concealment defense 

fails as a matter of law.  Accordingly, judgment should be granted for Hytera on Counts I and II 

based on statute of limitations or, at a minimum, on Motorola’s concealment defense. 

II. Hytera Is Entitled to Judgment on the Trade Secret Claims (Counts I and II) 

Even if Motorola were to somehow overcome the statute of limitations hurdle, Hytera is 

still entitled to directed verdict on the trade secret claims.   

First, as a matter of law, Motorola has not proved the existence of protectable trade 

secrets.  Motorola’s burden includes identifying the trade secret with specificity.  See IDX Sys. 

Corp. v. Epic Sys. Corp., 285 F.3d 581, 583-84 (7th Cir. 2002); AMP, Inc. v. Fleischhacker, 823 

F.2d 1199, 1203 (7th Cir. 1987) (“warn[ing] plaintiffs of the risks they run by failing to identify 

specific trade secrets and instead producing long lists of general areas of information which 

contain unidentified trade secrets”).  Motorola witnesses made imprecise references to thousands 

of pages of documents—documents which indisputably contained public and other non-

proprietary information.  This is insufficient as a matter of law.  See, e.g., IDX, 285 F.3d at 583-

84 (affirming summary judgment where plaintiff failed to identify the precise specifications of 

its alleged trade secrets); United States Gypsum Co. v. LaFarge North America, Inc., 508 F. 

Supp. 2d 601, 636 (N.D. Ill. 2007) (Hart, J.); Lynchval Sys. v. Chi. Consulting Actuaries, 1998 

WL 151814, at *5-6 (N.D. Ill. Mar. 27, 1998) (Manning, J.).  Similarly, witness references to 

“innovative” or “high performance” are mere puffery and do not reveal the claimed trade secrets 

with any specificity.  (Tr. 1188-89).     

On this record, no reasonable jury can divine the line between any “secret” and non-

secret information.  By failing to identify specifics, Motorola precluded an analysis of whether 

the unidentified trade secrets were actually trade secrets created by Motorola, whether they were 

in the public domain, whether they were subject to reverse engineering or independent 
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duplication, and whether they were part of the general knowledge base and skill set of someone 

in the industry.  As Dr. Wicker acknowledged, to find a protectable trade secret, one would have 

to compare the documentation that Motorola alleges are its trade secrets with Motorola’s 

numerous patents.  (Tr. 1793.)  Dr. Wicker did not undertake this comparison.  (Id.)  Because 

laypersons cannot distinguish between what is the alleged trade secret in the documentation and 

what is publicly disclosed, the jury cannot possibly find that anything in those documents were 

actual Motorola trade secrets. 

Second, Motorola failed to carry its burden that it took reasonable steps to maintain the 

secrecy of the information it claims as a trade secret.  See 18 U.S.C. § 1839(3); 765 ILCS 

1065/2(d).  Motorola did not employ security measures consistent with its claim in this litigation 

that the documents contained valuable trade secret information.  Motorola had protective 

measures for trade secret information—specifically, marking the documents “Motorola 

registered secret proprietary” and restricting access to a “need-to-know” basis.  (Tr. 284-86.)  

Not a single one of the documents at issue was marked “Motorola registered secret proprietary” 

(Tr. 289)—the “only acceptable marking” for trade secrets (Tr. 284)—and Motorola did not 

restrict access for any of the documents to a “need-to-know” basis.  Anyone within the company 

could access the documents.  In fact, Motorola allowed YT Kok to maintain access to the 

Compass system even after his last day of work and after his duties were assigned.  Tr. 329-30.  

Despite significant spikes in the access of these documents at the time, Motorola took no 

affirmative steps.  And in the years following the departures of GS Kok and others, Motorola did 

not investigate numerous suspicions.  (Tr. 1799-1800.)  While Motorola had employees sign 

confidentiality agreements, this step falls far short of creating a factual issue for the jury on this 

record.  Motorola’s conduct was not consistent with an assessment that the documents would be 
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of significant value to a competitor, but rather would have negligible value if released to a 

competitor like Hytera.  See CHBB LLC v. Lockwood Mfg., 628 F. Supp. 2d 881, 887 (N.D. Ill. 

2009) (Milton, J.) (granting summary judgment due to plaintiff’s failure to take reasonable steps 

to prevent dissemination of information).   

Third, Motorola has failed to present any competent evidence that Hytera acquired or 

used the trade secrets.  Motorola defined each of the claimed trade secrets by reference to 

combinations of documents and/or source code.  (Dkt. 520 at 2-3.)  Since Motorola has not 

identified with specificity the combination or the underlying components of its claimed trade 

secrets, it necessarily cannot establish that Hytera acquired or used them.  Even under Motorola’s 

theory, the documents at issue contained parts that were matters of public knowledge.  Motorola 

has offered no proof that Hytera’s products used alleged “trade secret” portions of those 

documents as opposed to the public portions or the portions that could be easily duplicated.  

Moreover, under its combination theory, Motorola must prove not only that Hytera had each 

component in its possession but also that Hytera combined the components and possessed the 

unified, claimed trade secret.  Here, Motorola has done neither.  For many of the claimed trade 

secrets, Motorola has not shown that all of the cited materials were in Hytera’s files.  (Dkt. 702, 

at 10-12.)  In addition, Motorola has produced no evidence that anyone at Hytera ever combined 

the set of elements to acquire and use the unique, claimed trade secret as a whole.   

Fourth, Motorola failed to establish the necessary knowledge of the source of the claimed 

trade secret materials.  No reasonable jury could find that Hytera employees—beyond GS Kok 

and other individuals who came over from Motorola—knew or should have known about the 

provenance or use of the materials claimed as a trade secret.  At a minimum, Motorola presented 
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no evidence that anyone at Hytera’s U.S. subsidiaries knew or should have known this 

information. 

Finally, allowing the trade secret claims to proceed at this point would violate Hytera’s 

federal due process rights.  The claims have been a moving target from the outset, and after 

weeks of trial, Motorola has still failed to give sufficient notice to Hytera of its claimed trade 

secrets.  Thus, Hytera does not have adequate notice of what the trade secrets are for purposes of 

its primary conduct and what information it is supposed to avoid or not use.  And Hytera does 

not have adequate notice of the trade secrets for purposes of defending itself against Motorola’s 

claims in this case.  These due process concerns are magnified in this case because Hytera’s 

alleged misappropriation took place in foreign countries not governed by U.S. or Illinois law.  

Due to these due process concerns, Motorola should not be permitted to maintain trade secret 

claims against Defendants.  The Court should enter judgment for all defendants on the trade 

secret claims.   

III. Hytera Is Entitled to Judgment on the Copyright Claims (Count III) 

Hytera is entitled to judgment on the copyright claims because Motorola failed to prove 

an essential element of the copyright claims—substantial similarity.  To establish copyright 

infringement, Motorola must prove two elements: “(i) ownership of a valid copyright, and (ii) 

copying of constituent elements of the work that are original.”  Feist Publ’ns, Inc. v. Rural Tel. 

Serv. Co., 499 U.S. 340, 361 (1991).  “Not all copying, however, is copyright infringement.”  Id. 

There must be “substantial similarity” of the protected idea in the two works at issue.  Id.; Atari, 

Inc. v. North American Philips Consumer Electronics Corp., 672 F.2d 607, 614 (7th Cir. 1982).  

In this case, Motorola presented evidence to indicate some copying but Motorola’s evidence 

failed to distinguish between protected and unprotected elements of its works or to establish the 
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substantiality of any copying.  Computer Assocs. Int’l, Inc. v. Altai, Inc., 982 F.2d 693, 706 (2d 

Cir. 1992). 

Moreover, Motorola has asserted at this trial copyright claims relating to four registered 

works, but it has offered no evidence associating any copying to a particular work, and so a 

reasonable jury cannot find that any of those works in particular, much less each of them, was 

infringed.  And two of those registrations are not properly in this case, as they fall outside the 

scope of Motorola’s complaint. 

Even if Motorola’s copyright claim is allowed to proceed, Motorola is barred by the 

statute of limitations from recovering any damages allegedly suffered more than three years 

before the filing of its copyright claim in its Amended Complaint on August 2, 2018.  See 

Leventhal v. Schenberg, 917 F. Supp.2d 837, 846 (N.D. Ill. 2013) (plaintiff “is barred from 

recovering damages for any acts of infringement accruing prior to February 9, 2009, three years 

before the filing of [his] Second Amended Complaint” alleging copyright violations); Frerck v. 

John Wiley & Sons, 2014 WL 3512991, at *5 (N.D. Ill. July 14, 2014) (“Plaintiff filed the 

original complaint on April 25, 2011.  Hence, the straight-forward application of the statute of 

limitation would otherwise bar any recovery of damages for infringements that occurred prior to 

April 26, 2008.”).  Claimed damages from the period of 2010—when Hytera launched its DMR 

radio products—through August 1, 2015 exceed the period of statutory limitations and are not 

actionable.   

IV. As a Matter of Law, Motorola Is Not Entitled to Recover for Acts Committed or 
Damages Incurred Outside of the United States 

As detailed in Hytera’s motion regarding damages evidence (Dkt. 758), and under the 

well-established presumption against extraterritoriality, Motorola is precluded from recovering 

for acts committed or damages incurred outside the United States.  Because there is no evidence 
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of any relevant activity by the foreign parent Hytera entity within the United States, defendant 

Hytera Communications Corporation Ltd. is entitled to a directed verdict on liability on this 

basis.  Furthermore, any damages must be clearly limited to whatever is attributable to the U.S. 

Hytera entities and incurred within the United States.  

“It is a basic premise of our legal system that, in general, ‘United States law governs 

domestically but does not rule the world.’”  RJR Nabisco, Inc. v. European Community, 136 

S. Ct. 2090, 2100 (2016) (quoting Microsoft Corp. v. AT&T Corp., 550 U.S. 437, 454 (2007)).  

“This principle finds expression in a canon of statutory construction known as the presumption 

against extraterritoriality: Absent clearly expressed congressional intent to the contrary, federal 

laws will be construed to have only domestic application.”  Id.  The presumption against 

extraterritoriality “serves to avoid the international discord that can result when U.S. law is 

applied to conduct in foreign countries.”  Id.  see also Kiobel v. Royal Dutch Petroleum Co., 133 

S. Ct. 1659, 1669 (2013).  “To rebut the presumption, the [statute] would need to evince a clear 

indication of extraterritoriality.”  Kiobel, 133 S. Ct. 1665 (internal quotations and citation 

omitted). 

The federal and state statutes that Motorola invokes in this litigation do not apply 

extraterritorially, and indeed, Motorola has not carried its burden to show that these statutes 

actually apply to the conduct in this case, which concerns conduct by foreign citizens acting in 

Malaysia and China.   

Motorola’s amended complaint includes a copyright infringement count.  The U.S. 

Supreme Court has made clear that “copyright protections … do not have any extraterritorial 

operation.”  Impression Products, Inc. v. Lexmark International, Inc., 137 S. Ct. 1523, 1536-37 

(2017) (internal quotation marks omitted).  Thus, Motorola cannot establish liability against 
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Hytera under federal copyright law and, at a minimum, cannot recover damages arising 

extraterritorially.  Acknowledging this, Motorola and its expert only seek copyright damages for 

Hytera’s sales within the United States. 

The amended complaint also includes a count for trade secret misappropriation under the 

federal Defend Trade Secrets Act (“DTSA”).  Nothing in the text of the statute includes an 

indication (much less a “clear indication”) of congressional intent to create a private right of 

action reaching beyond this Nation’s borders.1  “When a statute gives no clear indication of an 

extraterritorial application, it has none.”  RJR Nabisco, 136 S. Ct. at 2100 (quoting Morrison v. 

National Australia Bank Ltd., 561 U.S. 247, 255 (2010)); see also Kiobel v. Royal Dutch 

Petroleum Co., 133 S. Ct. 1659, 1666-69 (2013).  Thus, Motorola cannot establish liability 

against Hytera under the DTSA and, at a minimum, cannot recover extraterritorial damages.   

Finally, the amended complaint includes a count for trade secret misappropriation under 

state law, the Illinois Trade Secret Act (ITSA).  “[J]ust as federal law presumptively applies only 

within the territorial jurisdiction of the United States,” Morley-Murphy Co. v. Zenith Electronics 

Corp., 142 F.3d 373, 378 (7th Cir. 1998), “[i]n Illinois, a ‘statute is without extraterritorial effect 

unless a clear intent in this respect appears from the express provisions of the statute,’”  Wooley 

v. Bridgeview Bank Mortgage Co., 2015 WL 327357, at *2 (N.D. Ill. Jan. 23, 2015) (quoting 

Avery v. State Farm Mutual Auto. Ins. Co., 835 N.E.2d 801, 852 (Ill. 2005).  Indeed, “the Illinois 

Supreme Court ha[s] stated it would not give extraterritorial effect to Illinois statutes unless the 

legislature expressly directed it to do so.”  Cromeens, Holloman, Sibert, Inc. v. AB Volvo, 349 

                                                 
1 While 18 U.S.C. § 1837 has a specific provision relating to conduct outside of the United 
States, it applies by its terms to government enforcement actions—not private actions.  See 18 
U.S.C. § 1837; see also 18 U.S.C. §§ 1831, 1832.  Given that Congress was explicit in allowing 
extraterritorial application for some limited purposes (i.e., government enforcement), the absence 
of explicit language for private rights of action provides an even stronger case that Congress did 
not intend to have that extraterritorial effect.  See RJR Nabisco, 136 S. Ct. at 2102-03.   
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F.3d 376, 385 (7th Cir. 2003); see also Rivera v. Google Inc., 238 F. Supp. 3d 1088, 1100 (N.D. 

Ill. 2017) (“Under Illinois law, an Illinois statute does not have extraterritorial effect unless the 

Assembly expressly intended it.”).  In the absence of such an express direction from the 

legislature, the plaintiff is limited to recovering for domestic conduct, meaning that it must 

establish that “‘the circumstances relating to the transaction [at issue] occur[red] primarily and 

substantially’ within Illinois.”  Rivera, 238 F. Supp. 3d at 1101 (quoting Avery, 835 N.E.2d at 

853).  ITSA contains no express indication that the legislature intended for it to apply beyond 

Illinois’s borders—much less to the conduct at issue here, which occurred on the far side of the 

world.2 

Moreover, “the Supreme Court has held that certain assertions of extraterritorial 

jurisdiction violate the dormant Commerce Clause.”  Morley-Murphy Co. v. Zenith Electronics 

Corp., 142 F.3d 373, 379 (7th Cir. 1998) (citing Healy v. Beer Institute, 491 U.S. 324 (1989)).  

Under the U.S. Constitution, “[n]o state can legislate except with reference to its own 

jurisdiction.”  Dean Foods Co. v. Brancel, 187 F.3d 609, 614-15 (7th Cir. 1999) (quoting 

Bonaparte v. Tax Court, 104 U.S. 592, 594 (1881)).  “There is a long line of cases holding that 

states violate the Commerce Clause by regulating or controlling commerce occurring wholly 

outside their own borders.”  Id. at 615.  Thus, even if the Illinois legislature had intended ITSA 

to reach conduct occurring purely abroad, any attempt to do so would exceed constitutional 

                                                 
2 Miller UK Ltd. v. Caterpillar Inc., No. 10-cv-03770, 2017 WL 1196963 (N.D. Ill. Mar. 31, 
2017), involved a DTSA action against an Illinois-based company and addressed the ITSA’s 
application to misappropriation actions occurring within the United States.  Furthermore, the 
district court erroneously relied upon an Illinois statute to find extraterritoriality but this 
statute—765 ILCS 1065/8(b)(1)—simply abrogates a common law rule holding invalid certain 
rights with no stated duration or geographic limitation.  See id. at *7.  This Illinois statute is not a 
clear statement of legislative intent to apply ITSA extraterritorially.   

Case: 1:17-cv-01973 Document #: 762 Filed: 12/03/19 Page 13 of 18 PageID #:50958



14 
   

limitations on state interference with foreign commerce and foreign relations and would thus be 

void.  ITSA must be read to avoid these constitutional concerns.  

In this case, Motorola has presented no evidence of any relevant activity by the foreign 

Hytera entity within the United States.  As a result, Defendant Hytera Communications 

Corporation is entitled to judgment on this basis.  Any damages against the U.S. Hytera entities 

must be clearly limited to what is attributable to them.  Motorola cannot recover in this case 

extraterritorial damages, attributable solely to actions taken outside the United States.  This 

means that Motorola and its expert cannot rely upon Hytera’s sales of products manufactured and 

sold abroad to calculate damages.  Nor can Motorola recover for Hytera’s alleged R&D 

“savings.”  This alleged savings is not an injury to Motorola and, in any event, all of Hytera’s 

R&D took place outside of the United States.  American law “does not rule the world,” 

Microsoft, 550 U.S. at 454, and the presumption against extraterritoriality precludes Motorola 

from seeking to recover those foreign damages under American law.   

Finally, Motorola appears to seek recovery under the DTSA for its own lost profits due to 

constraints on its market share outside of the United States.  To allow recovery based on a 

domestic application of the statute, the Court must determine “the statute’s focus” and ask 

whether the conduct relevant to that focus occurred in the United States territory.  RJR Nabisco, 

136 S. Ct. at 2101.  Here, the focus of the DTSA is on misappropriation of trade secrets.  See 18 

U.S.C. §§ 1839(5), (6).  The conduct that led to these alleged lost profits took place outside of 

the United States.  Accordingly, Motorola cannot recover damages under the DTSA (or ITSA) 

based on its own lost profits due to constraints in its market share outside of the United States.3   

                                                 
3 As discussed above, the ITSA applies only within the State of Illinois and, even if it did apply 
beyond Illinois, it certainly would not extend to cover extraterritorial conduct beyond the reach 
of federal law.   
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In all events, Motorola cannot recover for damages based on acts that occurred before the 

DTSA’s enactment date, May 11, 2016.  See Pub. L. No. 114–153, § 2(e) (2016) (providing that 

the DTSA applies to the “misappropriation of a trade secret ... for which any act occurs on or 

after the date of the enactment of [the DTSA]”).4  

V. Hytera’s “Development Costs” Theory Fails 

As detailed in Hytera’s Motion for Summary Judgment (Dkt. 701), Motorola’s claim to 

recover its development costs fails as a matter of law.  Such recovery is not appropriate here, 

since the value of the alleged trade secret has not been destroyed.  See, e.g., Univ. Computing Co. 

v. Lykes-Youngstown Corp., 504 F.2d 518, 535 (5th Cir. 1974). 

VI. Hytera Is Entitled to Judgment on the Punitive Damages Claim 

The Court should enter judgment for Hytera on the punitive damages claim.  Motorola 

has failed to present any evidence that Hytera’s management authorized the unlawful conduct.  

Nor has Motorola presented evidence to infer willfulness or maliciousness by Hytera.  See Roton 

Barrier, Inc. v. Stanley Works, 79 F.3d 1112, 1120 (Fed. Cir. 1996) (“For an award of exemplary 

damages, that misappropriation must in addition be willful and malicious.”) (interpreting the 

ITSA).  Any award of punitive damages would violate federal due process in this case because 

Motorola has not provided notice of the claimed trade secrets and because the DTSA/ITSA laws 

cannot be applied to punish conduct in foreign countries.    

CONCLUSION 

The Court should enter judgment for Defendants on all counts.    

 
Date:  December 3, 2019 

 
Respectfully submitted, 

                                                 
4 This effective date provision marks a caesura, after which the new statutory framework may be 
applied.  The deliberate omission of the word “before” in this provision implies that Congress 
had no intent of capturing acts of misappropriation that occurred before May 11, 2016. 
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