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I. THE COURT SHOULD ENHANCE DAMAGES BASED ON APPLE’S WILLFUL 
CONDUCT. 

The Patent Act gives district courts the discretion to award treble damages against those 

guilty of patent infringement. 35 U.S.C. § 284. Indeed, “[e]nhanced damages are as old as U.S. 

patent law.” Halo Elecs., Inc. v. Pulse Elecs., Inc., 136 S. Ct. 1923, 1928 (2016).  This Court has 

already enhanced VirnetX’s damages against Apple by 50% for a limited time period following 

VirnetX’s first verdict against Apple. -417 Dkt. No. 1079 at 49.  And before that, Judge Davis 

similarly enhanced VirnetX’s damages against Apple by 50%. -211 Dkt. 48 at 9.  In both 

instances, a 50% enhancement was commensurate with the nature of Apple’s willfulness.  Yet, 

today, the record before this Court demonstrates something more—not only did Apple double-

down on taking VirnetX’s technology through thinly veiled “redesigns,” but Apple further 

engaged in a brand of egregious misconduct and callous litigation behavior that far surpasses its 

conduct in past cases.  In light of this disquieting behavior, significant enhancement is not only 

warranted but absolutely necessary to preserve the integrity of the judicial system.    

A. Background: Apple Repeatedly Demonstrated Its Willingness to Misrepresent 
Critical Facts to Escape Liability. 

1. Apple started misrepresenting facts as trial approached. 

After losing three consecutive trials to VirnetX on its FaceTime feature, Apple was left 

scrambling to assemble a non-infringement theory—any theory—that had not already been 

rejected by prior juries and this Court.  The theory that Apple ultimately arrived at was: the 

“indication” elements of the ʼ504 and ʼ211 patents were not met because the FaceTime server in 

iOS 7 is identical to the FaceTime server as of April 2013, the date when Apple temporarily 

stopped infringing by routing 100% of FaceTime calls through relay servers.  Dkt. No. 554 at 4. 

Apple’s theory rested entirely on the premise that the FaceTime servers never changed after 

Apple transitioned FaceTime to 100% relay on April 5th, 2013. So, the argument went, the 
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asserting the falsehood that the “server never changed” to the Court in multiple briefs and at 

multiple hearings.  It was not until Apple learned that VirnetX knew the truth that Apple 

abandoned this lie.   

Indeed, Apple’s litigation strategy was apparently dictated by trying to fish out whether 

its lie would be exposed.  After repeatedly highlighting its intention to pursue the “server never 

changed” non-infringement position, Apple asked to delay its opening statements until after 

VirnetX rested its case.  While Apple claimed that doing so was its “right,” this strategy was 

dictated by the uncertainty surrounding whether Apple could get away with its factual 

misrepresentations.  Simply put, Apple could not present its opening statements at the outset of 

the case precisely because it did not know whether its noninfringement defense would be 

exposed by VirnetX.   

Apple’s caution proved warranted.  While Apple’s lead counsel first tried to get Dr. Jones 

to agree that “the server code, for purposes of the analysis in this case, is the same from April 

2013 forward,” see 4/30/18 TT at 164:12-13, Dr. Jones disagreed, and, before Apple fully 

committed to the falsehood before the jury, Apple figured out that its gambit was up.  See id. at 

164:15-22.  Apple then switched to another new noninfringement theory—that IP addresses are 

necessary for direct communications.  See id. at 164:23-168:25.  The fact that Apple abandoned 

its “the servers never changed” misrepresentations after learning that VirnetX knew the truth 

does nothing to lessen the egregiousness of Apple’s conduct.  “It is not enough for officers of the 

Court to escape sanction to merely argue they removed their hand from the cookie jar once they 

were caught red handed.”  In re Bulldog Trucking, Inc., 68 F.3d 459 (4th Cir. 1995).   

Apple cannot deny that it would have relied heavily, perhaps exclusively, on its “servers 

never changed” falsehood to escape liability if it thought it could have gotten away with it.  Even 
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The known falsity of Apple’s “server never changed” argument was further put on 

display by Mr. John Stauffer, Apple’s corporate representative during the willfulness phase.  

During cross-examination, Mr. Stauffer conceded that as of 2014, it was not true that Apple had 

relayed 100% of FaceTime calls since April 2013, that this directly contradicted Mr. 

Thirumulai’s sworn deposition testimony, and that Mr. Thirumulai’s deposition testimony was 

inconsistent with both Apple’s internal documents and how Mr. Stauffer would have answered 

the question.  See 4/11/18 TT (a.m.) at 121:4-122:5.     

This was not merely “zealous advocacy.”  Counsel, as officers of the Court, have duties 

of candor to the Court “to advance the ends of justice.”  People ex rel. Karlin v. Culkin, 248 N.Y. 

465, 470-471, 162 N.E.487, 489.  Plainly, Apple’s counsel put the ends of Apple above the ends 

of justice.   

3. Left without a non-infringement theory mid-trial, Apple doubled-down with even 
more sordid litigation conduct. 

After Dr. Jones and Mr. Thirumalai exposed Apple’s theory for what it was—a 

falsehood—Apple could have simply proceeded with its other defenses and re-focused on the 

merits of the remaining disputes.  Instead, Apple chose to play dirty.  What followed were 

myriad full-throated attempts to embarrass VirnetX’s corporate representative with irrelevant and 

prejudicial material, systematic and shameless disregard for the Court’s in limine rulings, 

repeated attempts to relitigate claim construction, and much more.  This was not lost on the 

Court, when it noted that it was “considerably troubled” by what it saw from Apple’s counsel.  

4/4/18 TT (p.m.) at 167:13-14.   

B. The Jury’s Willfulness Finding Alone Warrants Enhanced Damages. 

Even if it ever was, this is no longer a run-of-the-mill patent infringement case.  Although 

the Court’s authority to enhance damages is triggered by a finding of reckless infringement, the 
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Court adopted a heightened willfulness instruction which incorporated the Halo standard for 

when enhanced damages are typically appropriate.  See 4/11/18 TT (p.m.) at 114:3-9.  The jury 

thus found “Apple was especially worthy of punishment.” Compare 4/11/18 TT (p.m.) at 114:3-

5, with Halo, 136 S. Ct. at 1932 (enhanced damages are “designed a ‘punitive’ or ‘vindictive’ 

sanction for egregious behavior”). The jury found willful infringement after being instructed that 

“willful infringement is reserved only for the most egregious behavior.” Compare 4/11/18 TT 

(p.m.) at 114:6-7, with Halo, 136 S. Ct. at 1933 (enhanced damages “should generally be 

reserved for egregious cases typified by willful misconduct”). The jury found willful 

infringement after being instructed that it is typified by infringement that is “malicious, 

deliberate, consciously wrongful, or done in bad faith.” Compare 4/11/18 TT (p.m.) at 114:7-9, 

with Halo, 136 S. Ct. at 1932.   

It has long been true that “the court need look no further than the jury’s finding, 

supported by substantial evidence, of willful infringement, in order to justify an enhancement of 

damages.”  In re Hayes Microcomputer Prods., Inc. Patent Litig., 766 F. Supp. 818, 826 (N.D. 

Cal. 1991) (citing Shiley, Inc. v. Bentley Labs., Inc., 794 F.2d 1561, 1567-68 (Fed. Cir. 1986)).  It 

is especially appropriate to enhance damages here—where the jury was instructed to evaluate 

willfulness by looking to whether Apple engaged in the “most egregious,” “willful,” 

“deliberate,” “malicious,” “consciously wrongful,” or “bad faith” behavior; i.e., the type of 

behavior “especially worthy of punishment.”  The jury found just that: not only should Apple be 

punished, it behaved in a manner especially worthy of such punishment.   

Furthermore, the unique nature of this redesign case provides an additional basis for 

enhancement.  This Court has already enhanced VirnetX’s damages against Apple by 50% for a 

limited time period following VirnetX’s first verdict against Apple. -417 Dkt. No. 1079 at 49.  
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Following this time period, beginning in September 2013, the jury has now found that Apple’s 

redesigns constituted willful infringement of VirnetX’s patents.  Facing situations of continued 

willful infringement despite previous damages enhancements, courts have used the prior 

enhancement as a baseline for how to enhance later-awarded damages.  See Fractus, S.A. v. 

Samsung Elecs. Co., Ltd., No. 6:09-cv-203, 2013 WL 1136964 at *2-*3 (E.D. Tex. Mar. 15, 

2013).  It would be unjust if the Court did not enhance damages at least as much as it previously 

did in light of Apple’s unreasonable, willfully infringing redesigns.  See R-BOC Representatives, 

Inc. v. Minemyer, 233 F. Supp. 3d 647, 687 (N.D. Ill. 2017) (“If you have lost at trial and an 

appeal and are left with a ruling . . . you are going to have to be very careful and concerned when 

[redesigning your products].”).  In this case, the jury’s award of $502,567,709.00, when divided 

by the number of units contained in the royalty base at trial, amounts to a per unit rate of $1.20.  

See Weinstein Decl. at 4, n.5; Dkt. 722.  Applying the original 50% enhancement to that rate 

would result in $1.80 per unit.  The relevant inquiry should be this: how much additional 

enhancement—beyond the original 50% enhancement—is appropriate in light of the enhanced 

egregiousness of Apple’s willful infringement.   

C. The Read Factors Warrant Enhanced Damages. 

While courts have generally relied on the factors identified in Read Corp. v. Portec, Inc. 

to help guide their decision to enhance damages, “Section 284 permits district courts to exercise 

their discretion in a manner free from inelastic constraints,” Halo, 136 S. Ct. at 1933-34, and a 

Read factor analysis is not required.  Presidio Components, Inc. v. Am. Tech. Ceramics Corp., 

875 F.3d 1369, 1382-83 (Fed. Cir. 2017).  Nevertheless, even after Halo, courts have continued 

to use the Read factors, considering them “useful guideposts” in the enhanced damages analysis. 

See, e.g., Arctic Cat Inc. v. Bombardier Recreational Prod. Inc., No. 2017-1475, 2017 WL 

6044237, at *13 (Fed. Cir. Dec. 7, 2017) (upholding district court’s decision to treble damages, 
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where district court had applied the Read factors).1  Here, all nine Read factors firmly support 

enhancing damages and provide guidance to the Court regarding how much it should enhance 

damages beyond the baseline 50% enhancement that is justified. 

1. Factor 1: Apple was, at least, reckless as to whether it copied VirnetX’s inventive 
methods and systems. 

The first Read factor refers to the copying of “the ideas or design of another.”  That can 

include commercial embodiments, not just the patent’s claim elements.  See 970 F.2d at 827, n.7. 

Neither “slavish copying” nor a “smoking gun” is required.  See Barry v. Medtronic, Inc., 250 F. 

Supp. 3d 107, 112 (E.D. Tex. 2017).  And recklessness as to whether an infringer copied an idea 

can support enhancement. See id. (citing WBIP, LLC v. Kohler Co., Civ. Action No. 11-10374-

NMG, 2014 WL 585854, at *7 (D. Mass. Feb. 12, 2014), aff’d, 829 F.3d 1317 (Fed. Cir. 2016)).   

In the present case, a judgment of willful infringement was entered against Apple in the -

417 case (Dkt. No. 742), the Federal Circuit partially affirmed that judgment (Dkt. No. 852), and 

then a second final judgment of willful infringement was entered against Apple in the -417 2016 

retrial (Dkt. No. 1082).  These judgments equated Apple’s infringing products with VirnetX’s 

patent claims.  See Voorhees v. Jackson, ex dem. Bank of U.S., 35 U.S. 449, 449-50, 9 L. Ed. 490 

(1836) (“There is no principle of law better settled, than that every act of a court of competent 

jurisdiction, shall be presumed to have been rightly done till the contrary appears. This rule 

applies as well to every judgment or decree rendered, in the various stages of their proceedings, 

from the initiation to their completion; as to their adjudication that the plaintiff has a right of 

action. Every matter adjudicated becomes a part of their record; which thenceforth proves 

itself, without referring to the evidence on which it has been adjudged.”) (emphasis added).  

                                                 
1 See also WBIP, 829 F.3d at 1342 (affirming enhanced damages post-Halo based on analysis of 
Read factors). 
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That Apple’s adjudicated infringing products embody VirnetX’s patented methods and systems 

is a part of the judgment, and it “proves itself.”  See id.     

Thus, by replicating the operation and functionality of its products that were already 

adjudicated to infringe, Apple copied “the ideas or design” of VirnetX.  See PPC Broadband, 

Inc. v. Corning Optical Comm’ns, No. 5:11-cv-761, 2016 WL 6537977 at *6 (N.D.N.Y Nov. 3, 

2016) (finding that defendant copied plaintiff’s patent where a functionality was adjudged 

infringing and was later added to products accused in a later case, despite defendant selling a 

non-infringing product in between).  Apple was confronted with VirnetX’s patents over six years 

ago.  And even though Apple’s VPN On Demand was adjudicated to infringe (Dkt. No. 742), 

and that infringement was later affirmed (Dkt. No. 852), Apple never stopped infringing.  

Instead, Apple continued to copy the ideas in VirnetX’s patented methods and systems but 

attempted to hide that infringement.  See infra Factor 2 as to VPN On Demand Infringement.  

Similarly, with respect to the adjudicated infringement of FaceTime, Apple claimed to be 

moving to a non-infringing alternative.  But in the background, it had dispatched a team to begin 

working on a project to revert FaceTime back to the infringing peer-to-peer system before Apple 

had even launched its non-infringing relay implementation.  See infra Factor 2 as to FaceTime 

Infringement.  And Apple cannot complain that the FaceTime infringement was partially 

reversed—Apple’s plan to replicate the adjudicated version and revert back to an infringing peer-

to-peer system was in place well before the Federal Circuit’s opinion issued.  Apple’s conduct 

“certainly indicates that there was disregard for [VirnetX’s] rights during the development of 

[Apple’s redesigned products].”  See Barry, 250 F. Supp. 3d at 114.  Thus, the “evidence 

demonstrates that [Apple] was, at the very least, reckless as to whether it copied [VirnetX’s] 

inventive method and system, which weighs in favor of enhancement.”  See id. at 112.  
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Also, despite Apple’s inevitable protestations to the contrary, “[VirnetX’s] failure to 

plead or allege copying does not preclude this court from considering whether the evidence 

demonstrates deliberate copying or recklessness towards copying for the purpose of 

enhancement. The question before this court is what the evidence demonstrates with regards to 

copying—not why [VirnetX] did not allege copying.”  See Barry, 250 F. Supp. 3d at 114–15. 

2. Factor 2: Apple lacked a good faith belief that VirnetX’s patents were invalid or not 
infringed. 

 As this Court observed following the -417 retrial, “Apple contends that its good-faith 

belief in its infringement positions and its post-grant challenges to the patents’ validity mitigate 

against an award of enhanced damages, but after the jury’s verdict finding the claims infringed 

and valid, its reliance on these beliefs was no longer reasonable.” -417 Dkt. No. 1079 at 46 

(emphasis added). The same remains true today.  As to invalidity, Apple attempted to invalidate 

the patents-in-suit in 2012.  The jury rejected that attempt, and the Federal Circuit affirmed the 

jury’s finding in 2014.  As to infringement, any beliefs held by Apple that its “redesigned” 

versions of VPN On Demand and FaceTime in iOS 7 did not infringe were not reasonable ones.   

Invalidity. Apple will surely argue that no enhancement is necessary because of the re-

examination proceedings related to the asserted claims. As VirnetX explained in its § 284 

Motion after the -417 Retrial, this argument is wrong. -417 Dkt. 1063 at 7.  Apple had its shot to 

invalidate the asserted claims at the 2012 trial. The jury rejected Apple’s arguments. The Federal 

Circuit affirmed the jury’s findings. Based on the totality of the circumstances—most notably the 

jury’s original 2012 verdict—Apple’s conduct was sufficiently egregious to warrant VirnetX’s 

requested enhancement regardless of proceedings at the Patent Office. And as later confirmed by 

this Court, “after the jury’s verdict finding the claims . . . valid, [Apple’s] reliance on these 

beliefs was no longer reasonable.”  -417 Dkt. No. 1079 at 46.  Just as Apple’s belief as to 
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invalidity was not a mitigating factor in the -417 case, it is not one in the -855 case, either. 

This is particularly true because the Court did not preclude Apple from presenting 

evidence of its good-faith of belief in invalidity to the jury in defending VirnetX’s willfulness 

claim.  While the Court excluded certain evidence of that good-faith belief related to PTO 

proceedings, Apple was free to litigate the merits of its belief without reference to those 

confusing, unduly prejudicial proceedings; it merely elected not to rely on this belief.  See 

4/11/2018 TT (p.m.) at 99:2-5 (Court describing that Apple may have “felt it was prohibited 

from arguing about validity,” but indicating this was not so); see also id. at 101:11-17 (Apple’s 

counsel admitted that it presented no evidence of a good faith belief in invalidity).  Because 

Apple elected to forego a defense of good faith belief of invalidity during the willfulness trial 

itself, it should not be allowed to revive this abandoned defense at a mitigating factor here.   

VPN On Demand Infringement. Apple engineer Mr. Jamie Wood acknowledged that 

the iOS 7 version can simply replicate the old version that Apple knew to infringe the ʼ135 and 

ʼ151 patents. 4/3/18 TT (p.m.) at 132:20-133:1. Apple’s decision to code this replicated 

functionality into the “redesigned” software was no accident—Apple’s announcement that it 

would be removing the infringing feature in 2013 caused an uproar among its VPN On Demand 

customers and prompted Apple to continue offering this functionality. PX1007; PX1012; 

PX1121; PX1126; 4/3/18 TT (p.m.) at 133:11-25 (Jones).  Knowing that its new iOS 7 VPN On 

Demand could simply replicate the old infringing version, Apple only then concocted ex post 

non-infringement arguments that were facially unreasonable and at odds with the Court’s claim 

constructions.  For example,  

 

. 4/9/18 
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TT (a.m.) at 87:9-21. And Apple’s expert admitted that infringement is not negated by simply 

adding extra steps. 4/9/18 TT (a.m.) at 145:24-146:2. As another example,  

  See, e.g., id. at 85:20-24. This again 

was simply window-dressing meant to confuse the jury and ignore the Court’s constructions. As 

explained by Dr. Jones, the outcome of whether to start or not start a VPN in the accused feature 

of the “redesigned” VPN On Demand is still determined by whether or not the user is requesting 

access to a secure website/secure server, see 4/10/18 TT at 67:10-68:12 (Jones), just like in the 

already adjudicated infringing “Always” mode in iOS 3 through 6. 

FaceTime Infringement. Apple waited nearly five months after the verdict in Apple I to 

relay 100% of FaceTime calls. See 4/5/18 TT (p.m.) at 228:14-20 (Thirumalai). That change 

proved to be significantly more expensive than Apple estimated, however, and Apple returned to 

making direct peer-to-peer calls in September 2013 with iOS 7. Id. at 270:4-14; id. at 239:11-16 

(Cost was “the primary” factor for wanting to reduce relay usage).  Remarkably, as was 

uncovered at trial, Apple’s FaceTime engineers actually began internally designing the iOS 7 

peer-to-peer FaceTime months before Apple (briefly) stopped infringing by using 100% relay. 

Id. at 236:14-20.  More remarkable still, Apple’s internal decision to abort its non-infringing 

alternative in iOS 7 came just as it was simultaneously swearing to the Court that it “  

 

.” -417 Dkt. No. 653-2 (1/15/13 Gates Decl.). If that were not 

enough, Apple thereafter broke the software on its customers’ iPhones to reduce reliance on that 

remedial measure in the shift from iOS 6 to iOS 7. . Apple “broke all iOS 6 and the only 

way to get FaceTime working again is to upgrade to iOS 7.” . In other words, on April 

16, 2014, just barely one year after implementing its non-infringing alternative, Apple officially 
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disabled any FaceTime device that practiced it. In short, Apple deliberately reverted to willful 

infringement to save itself money from its attempts to design around VirnetX’s patents.  

Concocting another ex post justification for these actions, Apple claimed that its iOS 7 

FaceTime change avoided infringement all along based on Apple’s “domain name service 

system” claim construction position—a position that had by then been rejected at least twice in 

Apple I. See Dkt. 468 at 4.  After this Court rejected that position (a third time), and after prior 

juries had rejected all of its other FaceTime noninfringement arguments, Apple then resorted to 

telling a fable about FaceTime’s server-side engineering. This story—and the server-side witness 

Apple brought to tell it—crumbled under the slightest bit of scrutiny, revealing that Apple’s 

counsel had explicitly misled this Court to avoid summary judgment.  4/5/18 TT (p.m.) at 

246:14-22 (Thirumalai). Just as the Court found in the -417 case, Apple’s alleged reliance on its 

noninfringement beliefs was simply not reasonable, especially in light of these aggravating 

circumstances.  

Opinions of Counsel. Mr. Van Pelt’s opinions of counsel cannot possibly mitigate 

enhancement here.  The mere existence of an opinion of counsel does not render the accused 

infringer’s conduct reasonable. See Acumed LLC v. Stryker Corp., 483 F.3d 800, 810 (Fed. Cir. 

2007).  Apple had already redesigned the iOS 7 features and committed to implementing them 

prior to receiving Mr. Van Pelt’s opinions. DTX-094 through 098 (Opinions dated March 2014). 

The Supreme Court in Halo disapproved of the Seagate test in part because it allowed an 

infringer to “escape any comeuppance under § 284 solely on the strength of his attorney’s 

ingenuity.” Halo, 136 S. Ct. at 1933. Hence, opinion letters issued after-the-fact—like Mr. Van 

Pelt’s—offer only minimal insight into an infringer’s culpability, which must be “measured 

against the knowledge of the actor at the time of the challenged conduct.” Id.  
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As to the substance of Mr. Van Pelt’s opinions, the record demonstrates that they do not 

hold up to scrutiny on the merits.  With respect to VPN On Demand, Mr. Van Pelt’s opinions are 

directly contradicted by the testimony of the Apple engineer responsible for developing the 

redesign.  4/3/18 TT (p.m.) at 132:20-133:1. And when asked at trial about the VPN On Demand 

functionality accused of infringement, Mr. Van Pelt appeared to have no clue what it was—or 

even what it was called. 4/11/18 TT (p.m.) at 64:3-15; 4/11/18 TT (p.m.) (SEALED) at 67:16-

69:4.  With respect to direct peer-to-peer calls in the redesigned version of FaceTime, Mr. Van 

Pelt’s opinion depended once again on Apple’s “domain name service system” claim 

construction position that had been rejected twice in Apple I, and a third time in this case.  DTX-

093 at 61 (  

 DTX-093 at 63 (  

 At trial, Mr. Van Pelt had little understanding of the FaceTime feature or the 

relevant infringement issues.  See, e.g., 4/11/18 TT (p.m.) (SEALED) at 77:21-78:10  

 4/11/18 

TT (p.m.) at 83:7-17 (not knowing what the Accept Push message was or its contents). Perhaps 

most disquieting is the conflicting testimony between Apple’s engineers and Mr. Van Pelt’s.  

While Mr. Van Pelt maintains that he met with these engineers “10, 20 times or so” and 

delivered verbal opinions, many of these engineers simply do not recall any such meetings or 

receiving any such opinions. 4/11/18 TT (p.m.) at 87:17-90:18. In sum, Mr. Van Pelt’s opinions 

and testimony were so procedurally and substantively deficient that even if Apple had relied 

upon them, such reliance was not reasonable. 

 Finally, the jury also necessarily rejected that Apple “reasonably believed that it did not 

infringe.” 4/11/18 TT (p.m.) at 114:18-19. The Federal Circuit has held that courts “do not have 
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discretion to reweigh evidence” regarding Read Factor 2 where, like here, the jury rejected an 

infringer’s “assertion that it acted in good faith as a matter of fact.” Jurgens v. CBK, Ltd., 80 

F.3d 1566, 1572 (Fed. Cir. 1996).  

3. Factor 3: Apple’s behavior as a party to this case warrants enhanced damages. 

 Citing Apple’s repeated attempts to stay the litigation, inject evidence of PTAB 

proceedings into the trial, and seek improper advisory opinions during trial, the Court previously 

found that this litigation behavior slightly favored enhancement.  -417 Dkt. No. 1079 at 47. 

While each of these considerations remain part of the totality of the circumstances tending to 

show Apple’s behavior as a party to this litigation, “[a]s with any exercise of discretion, courts 

should continue to take into account the particular circumstances of each case in deciding 

whether to award damages, and in what amount.” Halo, 136 S. Ct. at 1933 (2016). Focusing 

particularly on the circumstances of the -855 case itself, this totality of the record shocks the 

conscience. Countless circumstances that transpired during the -855 case destroy any notion that 

Apple’s litigation behavior only slightly favors enhancement.  

 Apple Hid Its Continued Infringement. Apple officially abandoned its FaceTime non-

infringing alternative on September 18, 2013, the day iOS 7 was released.  4/5/18 TT (p.m.) at 

216:14-17 (Thirumalai); id. at 250:13-18. On that date, Apple stopped relaying 100% of 

FaceTime calls. Mr. Thirumalai was instrumental in both enacting the 100% relay non-infringing 

alternative in April 2013.  Then, as a member of the team seeking ways to reduce relay usage, 

Mr. Thrimalai also changed FaceTime for iOS 7 to once again make direct peer-to-peer calls. Id. 

at 216:18-218:6; id. at 214:25-215:3. Notwithstanding Mr. Thirumalai’s broad understanding of 

these circumstances, he misrepresented to VirnetX’s counsel during two different depositions—

both occurring long after Apple had stopped relaying 100% of FaceTime calls—that Apple had 

never made the change back to supporting direct peer-to-peer FaceTime calls. 4/6/19 TT (a.m.) 
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at 25:14-16 (Thirumalai) (“Q: On May 15, 2014, did you tell us that 100 percent of FaceTime 

calls were being relayed? A: Yes.”); id. at 29:4-14; cf. 4/11/18 TT (a.m.) at 121:4-122:5 

(Stauffer) (testifying that, as of 2014, it was not true that Apple had relayed 100% of FaceTime 

calls since April 2013, that this was the exact opposite of what Mr. Thirumulai told VirnetX 

during discovery, and that Mr. Thirumulai’s testimony in discovery was inconsistent with 

Apple’s internal documents and how Mr. Stauffer would have answered the question). 

 Apple Concocted a Falsehood to Avoid Summary Judgment. To avoid summary 

judgment, Apple offered this Court a set of facts about its changes to the FaceTime server that 

were, as discussed above, simply “not true.” Apple thereafter deployed these untrue facts to 

obtain and oppose in limine relief.  And Apple even sought to present these fabrications to the 

jury at trial.  It was only after Apple’s counsel’s theories were proven utterly untrue that Apple 

reluctantly abandoned this premise altogether at trial.   

 Apple Did Not Actually Go 100% Relay for Five Months. Apple has characterized its 

changes to and from 100% relayed FaceTime calls as depending on the turning of a “knob.”  

4/5/18 TT (a.m.) at 221:3-11 (Thirumalai). In implementing its short-lived FaceTime non-

infringing alternative, Apple turned the “knob” to 100 percent relay, id. at 223:4-11, and denied 

ever having turned the knob down after April 5, 2013. 4/4/18 TT (p.m.) at 229:4-7.  Apple’s 

former corporate representative submitted a May 13, 2013 declaration to the Court stating that 

“[  

.” -211 Dkt. No. 18-5. Yet, in defiance of the Apple I judgment, and despite what its 

representatives declared to this Court, the record demonstrates that  

. See PX1197 ( ). In 

other words, not only did Apple abandon its 100% relay with the release of iOS 7 in September 
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2013, but the evidence shows that Apple actually stopped forcing all calls over relay in August 

of 2013. At trial, Mr. Thirumalai—after claiming that he was sure that the knob had never been 

turned down and that he would know if it had been—could offer only a series of confusing and 

evasive answers in the face of this evidence. 4/6/18 TT (a.m.) at 99:17-19 (“Q: You definitely 

can’t deny it, then? A: I see what you’re showing me here, and I have to look at the source code 

and the properties to analyze what this is.”).  

 Apple Resorted to Bully Tactics with VirnetX’s Corporate Representative. After its 

cornerstone trial theme was exposed as a fabrication, Apple took to unsavory and unprofessional 

cross-examination tactics with VirnetX’s CEO Mr. Kendall Larsen. For example, Apple 

belabored irrelevant points about whether Mr. Larsen was an “employee” of his previous firm, 

Osprey Partners, and twice charged Mr. Larsen with “lying” about the irrelevant matter. 4/4/18 

TT (p.m.) at 38:16-21 (“What I’m asking you about is why you lied at your deposition and said 

you were [an employee at Osprey]”); id. at 52:3-4 (“Lied under oath in 2009 to say he was an 

employee of Osprey”). Apple’s counsel then violated a ruling in limine by cross examining Mr. 

Larsen on his divorces.  Apple also insinuated that Mr. Larsen engaged in improper workplace 

romance with someone at VirnetX (despite the fact that Mr. Larsen is married to this individual).  

And Apple even gratuitously emphasized that Mr. Larsen had hired some of his children (the 

boys) but not others (the girl) to work at VirnetX. Id. at 62:5-64:8. Apple stooped to such an 

unprofessional level that even the Court admonished Apple’s counsel on numerous occasions. 

See id. at 176:13-14 (“I am considerably troubled by what I saw from you today.”).2  

                                                 
2 See also id. at 76:18-20 (Court agreeing that “we’ve gone way out of bounds on relevance”); id. 
at 79:15-16 (“So you’re going to use a blog to do that?”); id. at 167:19-21 (“But what I saw from 
you today, both here at the bench and before the jury, were a series of interruptions that continued 
after I warned you against it.”); id. at 167:21-24 (“I observed a violation of a motion in limine that 
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 Apple Touted Its Own FaceTime Patents to Confuse the Jury. The Court ordered in 

limine that Apple may not argue that the accused products are covered by Apple’s own patents, 

and that Apple could only refer to having patents at a high level and have Mr. Bakewell briefly 

address them. Dkt. No. 606 at 3. After invoking testimony from its corporate representative that, 

in VirnetX’s view, pushed the envelope of that order (4/6/18 TT (a.m.) at 57:2-5 ([Apple has] 

“many other patents relate to FaceTime. . .”)), VirnetX approached Apple’s counsel to confirm 

that Apple would not be going any further outside the bounds of the in limine ruling. 4/6/18 TT 

(p.m.) 118:6-19. Counsel for Apple responded by telling the Court “[w]e talked about it, and 

there’s no intention of doing that.” Id. at 20-21. Yet, with every one of its witnesses, Apple 

stubbornly pursued a strategy of introducing its own FaceTime patent to exploit the common 

misconception that a product can be covered by only one patent. See, e.g., 4/9/18 TT (a.m.) at 

5:4-24 (Dr. Blaze); 4/9/18 TT (p.m.) at 255:7-257:1 (Bakewell). After taking every opportunity 

to elicit this improper testimony with its witnesses, by closing arguments, all bets were off for 

Apple. Over VirnetX’s objection, Apple showed the jury Apple’s ʼ311 FaceTime patent, 

describing it as “the patent on the actual redesign that Apple has for FaceTime that we’re 

dealing with in this case,” explaining the ʼ311 patent’s technical import, and concluding with a 

reminder to the jury that they can “find [the patent on the actual redesign] in the exhibits that you 

will have with you in the jury room.” 4/10/18 TT at 171:16-173:1. 

 Apple Repeatedly Tried to Present Rejected Claim Construction Theories. The 

Court ordered in limine that the parties may not attempt to relitigate claim construction, 

including any argument, testimony, evidence, reference, or suggestion that contradicts, 

                                                 
you first denied existed…”); id. at 167:1-5 (“[Y]ou spent such an inordinate amount of time on it 
that you essentially amounted to wasting your time, my time, and the jury’s time.”).  
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undermines, or collaterally attacks the Court’s claim constructions. Dkt. No. 304 at 3. After 

abandoning its “server never changed” theory, Apple resorted to relitigating the Court’s order 

regarding “domain name service,” arguing in defiance of that order (and in defiance of the 

Court’s jury instructions) that the asserted claims of the ʼ504 and ʼ211 patents incorporate the 

“domain name service” construction. See, e.g., Dkt. 468 at 4; 4/9/18 TT (a.m.) at 104:8-11 

(Blaze); 4/11/18 TT (p.m.) at 88:14-24 (Van Pelt).  This necessitated a corrective instruction 

from the Court.  4/10/18 TT at 128:10-15 (Final Jury Instructions) (“You were instructed that the 

construction for ‘domain name service system’ . . . does not incorporate or include the Court’s 

construction for the term ‘domain name service.’”).    

4. Factor 4: Apple’s size and financial condition warrants enhanced damages. 

Just as Apple has already conceded, and as this Court has already found, Apple’s size and 

wealth favor enhancement.  -417 Dkt. No. 1079 at 47.  Apple is the wealthiest publicly traded 

company in the world, with a market capitalization currently approaching $1 trillion. 

https://ycharts.com/companies/AAPL/market cap. “Where, as here, [Apple] is a multi-billion 

dollar enterprise and the market leader—due in significant part to sales of products found to 

willfully infringe [VirnetX’s] patents—enhancement of damages is particularly warranted.” 

Arctic Cat Inc. v. Bombardier Recreational Prod., Inc., 198 F. Supp. 3d 1343, 1352 (S.D. Fla. 

2016), aff’d, 876 F.3d 1350 (Fed. Cir. 2017). 

5. Factor 5: The case was not close. 

 Apple’s litigation misconduct, itself, evidences that Apple knew its defenses were weak.  

Indeed, all aspects of Apple’s litigation defenses—infringement and damages—were 

substantively weak. And its pleas to the jury in the willfulness phase were soundly rejected.  The 

jury returned an uncompromised verdict in favor of VirnetX on all counts in both phases.  

On liability, Apple’s infringement did not present a close question: the jury determined 
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that all of the asserted claims of all of the asserted patents were infringed by each and every 

relevant accused product. See nCUBE Corp. v. SeaChange Int’l, Inc., 313 F. Supp. 2d 361, 390 

(D. Del. 2004) (awarding treble damages: “the Court finds that the case for literal infringement 

was not a close one where the jury found literal infringement on each of the asserted claims of 

the ’804 Patent”), aff’d, 436 F.3d 1317 (Fed. Cir. 2006).  

The damages verdict demonstrates that this case was not close as well: the jury assessed 

damages against Apple in the amount requested by VirnetX, nearly to the dollar. The amount of 

that verdict also supports the conclusion that this case was not close. By and large, the parties 

agreed on the methodology appropriate for calculating damages in this case, including agreement 

on the number of accused units, agreement that damages should be awarded in the form of a 

running royalty, and agreement that VirnetX’s licenses should be used to calculate the 

appropriate royalty rate. The principal disagreement between the parties was on the final amount 

of that royalty rate: VirnetX believed the royalty rate should be between $1.20 and $1.67 per unit 

(see 4/5/18 TT (a.m.) at 87:5-17), while Apple claimed damages should be no more than $0.06 

per unit, perhaps as low as one penny (see 4/9/18 TT (p.m.) at 262:15-263:15). The jury’s verdict 

adopted VirnetX’s $1.20 per unit rate. This reasonable royalty finding represents an 

unmistakable rejection of Apple’s $0.01 to $0.06 per unit valuation and further evidences that 

this case was not close. 

Finally, the question of whether Apple willfully infringed VirnetX’s four patents was also 

not close. After receiving the willfulness instruction of Apple’s urging, the jury found Apple “was 

especially worthy of punishment” and engaged in infringements that are “reserved for only the 

most egregious behavior.”  4/11/18 TT (p.m.) at 114:1-9.  Once again, the jury did so for every 

claim of every patent and for every accused Apple product.  
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6. Factor 6: The length of Apple’s misconduct warrants enhanced damages. 

Apple first began infringing in June 2009—nearly nine years ago. Apple has been on 

notice of its infringement since the date VirnetX first filed suit, nearly eight years ago. And 

Apple has been an adjudicated infringer of VirnetX’s patents since November 2012, nearly five-

and-a half years ago. Accord, e.g., Polara Eng’g, Inc. v. Campbell Co., No. SA CV 13-00007-

DFM, 2017 WL 754609, at *26 (C.D. Cal. Feb. 27, 2017) (enhancing damages two and a half 

times where “infringement began more than six years ago”). 

The Court’s -417 enhancement analysis found this factor neutral because, on that record, 

“Apple moved relatively quickly to redesign its products after the verdict.”  -417 Dkt. No. 1079 

at 47.  The circumstances surrounding Apple’s prolonged misconduct on the well-developed 

record of the -855 case, however, necessitates a different result. Enhancement is especially 

appropriate under Read factor 6 now. After Apple I, Apple never stopped infringing with its VPN 

On Demand feature—Apple abandoned its plan to do so after significant customer outcry. See, 

e.g., PX1007; PX1121; PX1012; PX1126. It then reintroduced infringing functionality in its 

“redesigned” iOS 7. 4/3/18 TT (a.m.) at 78:3-6 (Jones).  Despite numerous jury verdicts and a 

Federal Circuit affirmance on VPN On Demand, Apple has persisted with its infringement since 

that feature’s release nearly a decade ago. For FaceTime, Apple waited five months to stop 

infringing after Apple I, but then quickly pivoted away from that non-infringing alternative after 

just five months more, releasing iOS 7 FaceTime in September 2013. 4/5/18 TT (p.m.) at 

216:14-17 (Thirumalai); id. at 250:13-18.  Moreover, the evidence at this trial revealed that 

Apple was only able to discard this non-infringing alternative so quickly because, months before 

it was even implemented, Apple had already begun designing the new infringing iOS 7 

FaceTime system. Id. at 236:11-22. In this way, Apple’s prolonged misconduct is analogous to 

the defendant in Arctic Cat, where “[a]fter discontinuing the original infringing product line. . . 

Case 6:12-cv-00855-RWS   Document 776   Filed 06/04/18   Page 29 of 52 PageID #:  55588



23 
 

[it] launched an all-new product platform using the infringing technology.” Arctic Cat, 198 F. 

Supp. 3d at 1353. The Arctic Cat court, under circumstances even less prolonged and less 

egregious than those of the present case, found Read Factor 6 favors enhancement. Id.  The 

length of Apple’s misconduct warrants enhanced damages. 

7. Factor 7: Apple’s failure to take remedial action warrants enhanced damages. 

 Apple has never attempted in good faith to design around VirnetX’s patents or to take a 

license to VirnetX’s patents. 

VPN On Demand. The original version of VPN On Demand (iOS 3-6) has been 

adjudicated as an infringing feature since November 6, 2012. -417 Dkt. No. 598. That 

infringement was affirmed on September 16, 2014. See VirnetX, 767 F.3d at 1313. In the time 

since, Apple has made no meaningful changes to the operation of its VPN On Demand feature 

for iOS 7 and later to avoid infringing VirnetX’s patents. Instead, as described above, Apple 

simply moved the infringing feature from one mode of VPN On Demand to another. 4/3/18 TT 

(a.m.) at 78:3-6 (Jones). Additionally, Apple added components that its own witnesses admitted 

 

. 4/9/18 TT (a.m.) at 87:9-21. Thus, Apple’s purported remedial 

measures were taken simply to appear as though Apple had avoided infringement, without 

actually changing the behavior of the VPN On Demand feature. Of course, the strong outcry 

following the announcement that Apple would remove the infringing functionality from VPN On 

Demand motivated Apple to pacify its customers by leaving in the infringing functionality. See 

PX1007; PX1121; PX1012; PX1126. That Apple would attempt to hide its infringement in this 

manner further supports the need for enhancement in this case. Read Corp., 970 F.2d at 827. 

FaceTime. Dating back to the -417 case, both sides agreed that Apple had a non-

infringing alternative for FaceTime. During the -417 trial, Apple’s corporate representative 
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testified that it would cost only $3.6 million to route all its FaceTime calls via relay servers—the 

agreed upon non-infringing alternative. -417 2012 Trial, 11/2/2012 Trial Tr. at 68:3–17. Apple’s 

corporate representative further testified that it would be “a very simple change to make to route 

all the traffic through the relay,” and that it would take approximately two weeks to implement 

those changes. Id. at 71:20–21; id. at 109:19–110:16. However, after trial in the -417 case, the 

Court recognized that Apple “grossly misrepresented its ability to implement a non-infringing 

alternative to the jury.” -211, Dkt. No. 48 at 7. 

Due to the increased cost, Apple sought ways to reduce the number of FaceTime users 

who were practicing the non-infringing alternative. 4/5/18 TT (p.m.)  at 216:18-218:6 

(Thirumalai); id. at 214:25-215:3; see also PX1029; 4/5/18 TT (a.m.) (Weinstein) (detailing how 

Apple spent approximately  to run their non-infringing alternative). So, while it is 

true that Apple identified—and for a period of time, implemented—a non-infringing alternative 

with respect to FaceTime, Apple’s remedial action was short-lived. Besides quickly transitioning 

back to making direct peer-to-peer FaceTime calls in iOS 7, Apple eventually forced its 

customers to abandon the only remedial measure it has ever identified by forcing its customers to 

upgrade to iOS 7 via the April 2014 FaceTime Break. See Read Factor 2 analysis, supra.   

8. Factor 8: Apple’s motivation to harm VirnetX warrants enhanced damages. 

VirnetX filed the -855 case in 2012, the day after the Apple I verdict. See -855 Dkt. No. 

1. In the nearly six years since, Apple has done everything possible to delay resolution of the 

case, raise VirnetX’s costs, and inject satellite disputes into this litigation. 

As a matter of sheer volume, Apple’s efforts to delay this case have been extreme: Apple 

has unsuccessfully tried to stay this litigation three times (-417 Dkt. No. 477; -855 Dkt. Nos. 32, 

499), forced VirnetX to file five motions to compel to obtain relevant evidence for three trials (-

417 Dkt. Nos. 179, 235; -855 Dkt. Nos. 95, 184, 194), sought summary judgment on multiple 
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grounds which have all been denied (-417 Dkt. No. 442; -855 Dkt. Nos. 148, 315), twice 

requested a mistrial (1/26/16 TT at 117:18–118:21, -855 Dkt. No. 424), sought other post-verdict 

relief on nearly every permissible ground (e.g., -855 Dkt. No. 463), and even attempted to inject 

issues regarding its own representatives’ self-inflicted conflicts of interest into the midst of the 

third trial in this matter (see, e.g., -417 Dkt. No. 1004, Dkt. No. 1079 at 41, 42, 47, 54-55).   

 If that were not enough, Apple is endlessly attempting to invalidate VirnetX’s patents at 

the Patent Office in parallel to this district court litigation. Since VirnetX first filed suit against 

Apple, Apple has petitioned for eighteen re-exams or inter partes reviews. See Ex. A. And that 

only includes the four patents asserted by VirnetX at trial. When the inquiry is broadened to 

include all the patents-in-suit, the number increases to twenty-five. Id. In total, against all 

VirnetX patents—whether part of this lawsuit or not—Apple alone has petitioned for forty-one 

re-exams or inter partes reviews in an effort to invalidate VirnetX’s patents. Id. By itself, this 

would be abusive. But it does not end there. Once the statutory time bar set forth in 35 U.S.C. § 

315(b) prevented Apple from filing any more inter partes reviews against VirnetX’s patents (see, 

e.g., Ex. B (IPR2013-00348, Paper 14)), Apple paid RPX to surreptitiously file seven additional 

petitions on their behalf. After forcing VirnetX to move to seek discovery to prove this 

connection, those petitions were also dismissed under 35 U.S.C. § 315(b) due to Apple’s status 

as a real-party-in-interest. See, e.g., Ex. C (IPR2014-00171-00177, Paper 57 (denying institution 

due to Apple’s status as an unnamed real-party-in-interest)). Shortly after shell companies New 

Bay and Mangrove—neither of which is accused of infringing any of VirnetX’s patents—filed 

their petitions for inter partes review, Apple sought to join their petitions as a means to avoid the 

statutory time bar. See, e.g., Ex. D (IPR2013-00348, Paper 7 (Apple’s Motion for Joinder to 

IPR2013-00375, filed by New Bay)). All told, Apple has either filed, caused to be filed, or 
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moved to join fifty-four post-grant proceedings against VirnetX’s at the Patent Office. This 

blatant abuse of the post-grant review system clearly demonstrates an attempt by Apple to drive 

up VirnetX’s cost of litigation. 

9. Factor 9: Apple’s attempt to conceal its misconduct warrants enhanced damages. 

Apple’s myriad attempts to conceal its infringement at all costs—from not only VirnetX, 

but also the Court—strongly favors enhanced damages. In fact, the jury explicitly considered this 

factor in finding Apple was “especially worthy of punishment.” Less than two months after the 

Apple I verdict, and even before it forced FaceTime to 100% relay, Apple had already begun 

scheming “ways to reduce relay usage.” 4/5/18 TT (p.m.) at 216:18-218:6 (Thirumalai). Yet, 

knowing that it must maintain the appearance of full compliance with the outcome of Apple I, it 

took steps to keep its underlying strategy hush. 4/6/18 TT (a.m.) at 36:6-11 (“Let’s not discuss 

this over email please.”).  Then, even months after it released iOS 7 FaceTime, Apple’s 30(b)(6) 

witness on relevant FaceTime topics insisted that FaceTime was still 100% relay. See 4/6/19 TT 

(a.m.) at 25:14-16 (Thirumalai); id. at 29:4-14. This was demonstrably false. And Mr. 

Thirumalai knew that his testimony was false when he gave it—he had personally changed the 

FaceTime servers just months prior to abandon the 100% relay method in iOS 7. 4/5/18 TT 

(p.m.) 244:1-25 (Thirumalai). And of course, as described at length, supra, this pivotal server 

change was one that Apple also attempted to conceal—by attempting to try this entire case on the 

premise that it simply never happened.  

Even more, equally shocking acts of concealment were exposed during the trial. As one 

(ironic) example, Apple invoked PX1021—a publicly distributed “iOS Security Guide”—to 

argue that VirnetX should have known that Mr. Thirmulai’s testimony was not honest. See 

4/6/18 TT (a.m.) at 80:19-82:19 (Thirumalai). But the very excerpts of PX1021 highlighted by 

Apple’s counsel to prove its point were, in fact, “no longer true” after iOS 6.  Id. at 103:8-14. 
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One Apple engineer even notified his superior about the inaccurate information being delivered 

to VirnetX (and the public), but Apple conveniently ignored his warning. The exact same 

inaccurate description of the operation of FaceTime appeared in the very next iteration of the 

iOS Security Guide—PX1021. Id. at 103:8-106:4; PX1021; PX1198; PX1200. Even Mr. 

Thirumalai was surprised to learn of this—live on the stand before the jury. Id. at 106:5-6.  

D. The Read Factor Analysis Demonstrates That More Than 50 Percent Enhancement 
Is Warranted. 

Following a two-phase trial over eight days, the jury determined that Apple willfully 

infringed all asserted claims of all four asserted patents, and that Apple’s “most egregious 

behavior” was “especially worthy of punishment.” Although enhanced damages should not be 

meted out in a garden-variety case, this case has been anything but typical. Indeed, all nine Read 

factors now firmly support the jury’s finding and favor punishing Apple’s “consciously 

wrongful,” “bad faith” infringement with an enhanced award.  

The chart below compares the Court’s two prior enhancements against Apple in the -417 

cases to the enhancement that should apply in the instant case. Given the seriousness of Apple’s 

willful misconduct, and firmly supported by the Read analysis above, this Court should enhance 

the jury’s verdict by 100% (i.e., double).  This enhancement represents the already established 

50% (consistent with this Court’s prior rulings) plus an additional 50% to account for the 

additional, unmistakably egregious behavior described herein.  
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Given Apple’s conduct in this case, an award of double damages in this case would be 

consistent with this wealth of authority, or even conservative.  The SRI case is illustrative, except 

that Apple’s conduct here was worse.  In SRI, a jury found that Cisco willfully infringed even 

though Cisco “pursued litigation about as aggressively” as that court had seen.  See 254 F. Supp. 

3d at 722.  Here, Apple has also been found to willfully infringe VirnetX’s patents (in four 

different jury trials) despite Apple’s aggressive and callous litigation tactics.  See supra Sections 

I.A-C.  Just as Cisco advanced a non-infringement defense that was contrary to its own 

documents and customer testimony (see 254 F. Supp. 3d at 722), Apple advanced a non-

infringement defense that it knew was false, and that its corporate representatives admitted was 

false.  See, e.g., 4/5/18 TT (Thirumulai) at 201:23-25, 247:20-21, 250:13-22, 246:14-22; 4/11/18 

TT (a.m.) (Stauffer) at 121:4-122:5.  Just as Cisco maintained a non-infringement defense that 

was contrary to the SRI court’s claim construction (see 254 F. Supp. 3d at 722), Apple also 

reargued its rejected claim construction positions and asserted a non-infringement defense that 

was contrary to this Court’s claim construction.  See, e.g., 4/9/18 TT (a.m.) at 104:8-11 (Blaze); 

4/11/18 TT (p.m.) at 88:14-24 (Van Pelt); see also Dkt. 468 at 4; 4/10/18 TT at 128:10-15 

(corrective instruction). Just as Cisco caused SRI to expend resources on Cisco’s pursuit of and 

complete defeat in summary judgment (see 254 F. Supp. 3d at 722), Apple has caused VirnetX to 

expend resources on Apple’s pursuit of and complete defeat in summary judgment.  See -417 

Dkt. No. 442; -855 Dkt. Nos. 148, 315.  Furthermore, here, Apple has wasted even more 

resources with its unsuccessful attempts to stay this litigation three times (-417 Dkt. No. 477; -

855 Dkt. Nos. 32, 499) and its two mistrial requests (1/26/16 TT at 117:18–118:21, -855 Dkt. 

No. 424).  Just as Cisco pursued every line of defense post-trial, “requiring both SRI and the 

court to address the issues presented” (see 254 F. Supp. 3d at 723), Apple has sought post-verdict 
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relief on nearly every permissible ground (e.g., -855 Dkt. No. 463).  Moreover, in addition to 

Cisco’s litigation misconduct, the SRI court noted Cisco’s “apparent disdain for SRI and its 

business model.”  See 254 F. Supp. 3d at 723.  Likewise, Apple’s disdain for VirnetX is palpably 

demonstrated by its unjustifiable, outrageous cross examination of Mr. Larsen.  Finally, the SRI 

court noted that Cisco was “the world’s largest networking company.”  See 254 F. Supp. 3d at 

723.  Here, Apple is the wealthiest company across every industry in the world.  Apple in this 

case has also rounded out the rest of the Read factors, including the duration of infringement and 

concealment of its infringement from VirnetX and the Court.  Apple has  

“shown a shameless propensity to infringe, and to be very cavalier 
about it, despite a jury verdict and a Federal Circuit ruling. Treble 
damages are the ceiling. While perhaps one can find more 
troublesome cases—although that is certainly debatable—the test is 
not whether the case under consideration is the worst possible that 
can be imagined. The instant case is a good deal more distressing 
than most by any measurement.”  

R-BOC, 233 F. Supp. 3d at 689.  Accordingly, based on the totality of the Read factors as analyzed 

above the baseline enhancement of 50%, VirnetX respectfully requests that past damages be 

enhanced from $1.20 per unit to $2.40 per unit ($1.20 x 2), totaling damages in the amount of 

$1,005,135,418.   

II. THE COURT SHOULD FIND THAT THIS IS AN “EXCEPTIONAL CASE” AND 
AWARD ATTORNEYS’ FEES UNDER 35 U.S.C. § 285. 

For the reasons related to the closeness of case and litigation conduct Read factors, 

discussed in detail supra at Section I.C, this case is also exceptional under 35 U.S.C. § 285.  

The Patent Act provides that courts “in exceptional cases may award reasonable attorney 

fees to the prevailing party.” 35 U.S.C. 285. “The purpose of § 285 is, in a proper case and in the 

discretion of the trial judge, to compensate the prevailing party for its monetary outlays in the 

prosecution or defense of the suit.” Cent. Soya Co. v. Geo. A. Hormel & Co., 723 F.2d 1573, 
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1578 (Fed. Cir. 1983). In Octane Fitness, the Supreme Court held that “an ‘exceptional’ case is 

simply one that stands out from others with respect to the substantive strength of party’s 

litigation position (considering both the governing law and the facts of the case) or the 

unreasonable manner in which the case was litigated.” Octane Fitness, LLC v. ICON Health & 

Fitness, Inc., 134 S. Ct. 1749, 1756 (2014). Trial courts are to “determine whether a case is 

‘exceptional’ in the case-by-case exercise of their discretion considering the totality of the 

circumstances,” id., although cases of willful infringement, like this one, may be exceptional on 

that basis alone.  Golight, Inc. v. Wal-Mart Stores, Inc., 355 F.3d 1327, 1340 (Fed. Cir. 2004). In 

such cases, a court must provide a reasoned basis not to award fees. Modine Mfg. Co.v. Allen 

Grp., Inc., 917 F.2d 538, 540 (Fed. Cir. 1990) (noting that in cases of willful infringement, a 

district court must explain its basis for not awarding fees). There is no reason to deny VirnetX’s 

attorneys’ fees in this case. 

This Court awarded VirnetX its attorneys’ fees following the September 2016 -417 

retrial. In addition to basing its award on Apple’s willful infringement, the Court also cited 

certain of Apple’s litigation misconduct attendant to that case. -417 Dkt. No. 1079 at 54. Simply 

put, Apple’s litigation behavior in the -417 retrial, while exceptional, pales in comparison to its 

behavior in the -855 retrial.   

As described supra, Apple escaped summary judgment by presenting a set of false 

facts—not attorney argument, not zealous advocacy, and not a mistake—to this Court and to 

VirnetX.  Apple knew those “facts” to be false. After its own corporate representative exposed 

Apple’s theory for being the falsehood that it was, Apple doubled-down by resorting to 

outrageous trial conduct.  See supra, e.g., Factors 2, 3, 5, and 8.   

From a broader perspective, Apple’s course of conduct in this long-running dispute with 
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VirnetX independently supports a fee award as well. Specifically, outside of this Court, Apple 

has been involved in fifty-four post-grant reviews against VirnetX’s patents. Ex. A; see supra § I. 

This abuse alone demonstrates why this case is exceptional. Moreover, as discussed supra, 

comparing Apple’s actions between the four trials indicates that Apple has not been defending 

itself with good faith, legitimate defenses. Instead, Apple has been simply litigating to litigate—

blatantly attempting to increase VirnetX’s litigation costs as evidenced by the ever-shifting 

positions of Apple’s witnesses and its pursuit of meritless claims and weak defenses. The totality 

of these circumstances demonstrates that Apple’s litigation conduct is truly exceptional. VirnetX 

respectfully requests that the Court award VirnetX its reasonable attorneys’ fees. 

III. THE COURT SHOULD AWARD COSTS TO VIRNETX.  

To be the “prevailing party” under Rule 54(d)(1), the Federal Circuit requires: (1) that the 

party “received at least some relief on the merits,” and (2) “[t]hat relief must materially alter the 

legal relationship between the parties by modifying one party’s behavior in a way that ‘directly 

benefits’ the opposing party.”  Shum v. Intel Corp., 629 F.3d 1360, 1366-67 (Fed. Cir. 2010) 

(citations omitted).  Because VirnetX prevailed on all of its infringement claims, its claim of 

willful infringement, and was awarded the damages it sought, VirnetX requests that the Court 

find it to be the prevailing party pursuant to Federal Rule of Civil Procedure 54(d) and 28 U.S.C. 

§1920, and that it is entitled to costs consistent therewith. 

IV. THE COURT SHOULD AWARD SUPPLEMENTAL DAMAGES. 

“District courts have discretion to award damages for periods of infringement not 

considered by the jury.”  Whitserve, LLC v. Computer Packages, Inc., 694 F.3d 10, 38 (Fed. Cir. 

2012).  Courts routinely award supplemental damages for infringement occurring after a jury 

verdict is returned, but before final judgment is entered.  See, e.g., i4i Ltd. P’ship v. Microsoft 

Corp., 670 F. Supp. 2d 568, 600 (E.D. Tex. 2009) (finding that damages for post-verdict, 
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prejudgment infringement should be granted to prevent the infringer from obtaining a windfall).  

Supplemental damages are calculated consistent with the damages awarded in the jury verdict.  

See, e.g., Smith & Nephew Inc. v. Arthrex, Inc., 603 Fed. App’x 981, 991 (Fed. Cir. 2015) 

(finding that “the district court could properly rely on [the jury’s] calculation and bring it 

forward to the post-trial period”).     

In this case, the jury’s award of $502,567,709.00, when divided by the number of units 

contained in the royalty base at trial, amounts to a per unit rate of $1.20.  Weinstein Decl. at 4, 

n.5; Dkt. 722.  Mr. Weinstein estimates that Apple has sold  infringing units between 

the date of the jury’s verdict and today.  Weinstein Decl. at ¶ 6, Ex. 1.  This equates to  

units per day.  Id.  Awarding VirnetX supplemental damages on sales from April 11, 2018 

through May 31, 2018 at the jury’s $1.20 per unit rate results in an amount of .  Id.  

Similarly, supplemental damages on sales from June 1, 20218 through the entry of judgment at 

the jury’s $1.20 per unit rate results in an amount of  per day.  This calculation accounts 

for Apple’s infringing sales of the adjudged infringing products4 sold following the jury’s 

verdict, but prior to entry of judgment.   

Furthermore, there are certain Later Released Apple products that were not included in 

the jury verdict and for which Apple has not yet provided sales data.5  Prior to the 

commencement of trial, Apple agreed that it would not argue for purposes of infringement that 

                                                 
4 The products adjudicated as infringing by the jury include the following Apple products: iPhone 
4, iPhone 4S, iPhone 5, iPhone 5C, iPhone 5S, iPhone 6, iPhone 6 Plus, iPhone 6S, iPhone 6S 
Plus, iPhone SE, iPhone 7, iPhone 7 Plus, iPhone 8, iPhone 8 Plus, iPad 2, iPad 3, iPad 4, iPad 5, 
iPad Mini, iPad Mini 2d Gen., iPad Mini 3d Gen., iPad Mini 4th Gen., iPad Air, iPad Air 2, iPad 
Pro, iPad Pro 9.7, iPad Pro 10.5, iPad Pro 12.9, iPod Touch 4th Gen., iPod Touch 5th Gen., iPod 
Touch 6th Gen., iMac, Mac Mini, Mac Pro, Power Mac, MacBook Pro, PowerBook, MacBook 
Air, MacBook, and iBook.  See generally Weinstein Decl. at Ex. 1; PX1089.03, PX1089.06.   
 
5 These products (hereinafter “Later Released Products”) are as follows: iPhone X, iMac Pro, and 
iPad (2018). 
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the software running on the Later Released Products operates differently than the software 

adjudged infringing.  Ex. E (3/30/18 correspondence between the parties).  Further, the parties 

agreed that Apple would provide an accounting regarding these products.  Dkt. 471 at 50; 

2/2/2016 TT at 123:12-124:2.  Once Apple has provided this accounting, VirnetX requests that 

the Court award supplemental damages for these infringing sales as well.  Further, all sales 

accounted for by supplemental damages are willful and should be enhanced for the same reasons 

set forth above.  Accordingly, VirnetX requests that the Court also enhance the supplemental 

damages amount by $1.20 per unit, resulting in a total award of $2.40 per unit.   

V. THE COURT SHOULD ENJOIN APPLE FROM CONTINUTING TO INFRINGE 
VIRNETX’S PATENTS. 

After the first trial, VirnetX sought an injunction requiring Apple to remove the accused 

features from the infringing devices.  Because “VirnetX’s Gabriel technology [was] currently 

unavailable commercially,” and therefore “Apple does not directly compete with VirnetX,” 

Judge Davis concluded that VirnetX would not be irreparably harmed and denied VirnetX’s 

request.” -417 Dkt. No. 732 at 39-40.  These factual underpinnings for Judge Davis’s opinion 

have changed.  In the intervening three years, VirnetX has developed, refined, and released its 

Gabriel software as an application for use on Apple and Android devices.  See 4/02/18 TT at 

238:7-14 (Short).  VirnetX now directly competes with Apple for end-users of secure 

communication software with the patent-practicing features and continues to suffer competitive 

harm in the form of lost sales and reputational harm caused by Apple’s distribution of the 

infringing features.   

This Court is empowered to “grant injunctions in accordance with the principles of equity 

to prevent the violation of any right secured by patent, on such terms as the court deems 

reasonable.”  35 U.S.C. § 283.  In considering a request for injunctive relief, a court must 
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consider whether: 

(1) the plaintiff has suffered an irreparable injury;  

(2) remedies available at law are inadequate to compensate for that injury;  

(3) considering the balance of hardships between the plaintiff and 
the defendant, a remedy in equity is warranted; and  

(4) the public interest would be disserved by a permanent injunction. 

eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388, 391 (2006).  “This analysis proceeds with an 

eye to the ‘long tradition of equity practice’ granting ‘injunctive relief upon a finding of 

infringement in the vast majority of patent cases.’”  Presidio Components, Inc. v. Am. Technical 

Ceramics Corp., 702 F.3d 1351, 1362-63 (Fed. Cir. 2012) (quoting eBay, 547 U.S. at 395 (Roberts, 

C.J., concurring)).  Accordingly, “[a]bsent adverse equitable considerations, the winner of a 

judgment of validity and infringement may normally expect to regain the exclusivity that was lost 

with the infringement.”  Edwards Lifesciences AG v. CoreValve, Inc., 699 F.3d 1305, 1314 (Fed. 

Cir. 2012).  VirnetX requests that the Court permanently enjoin Apple’s infringing behavior.  

A. VirnetX Continues to Suffer Irreparable Injury. 

VirnetX continues to suffer irreparable harm from Apple’s continued infringement.  A 

patentee suffers irreparable harm when it is forced to compete against its own inventions.  Douglas 

Dynamics, LLC v. Buyers Products Co., 717 F.3d 1336, 1345 (Fed. Cir. 2013); see also i4i Ltd. 

P'ship v. Microsoft Corp., 598 F.3d 831, 839 (Fed. Cir. 2010) (affirming injunction where patented 

feature is only subset of product).  Here, VirnetX offers Gabriel as a secure messaging and video 

conferencing solution for iPhone and Mac users.  See 4/02/18 TT (p.m.) at 238:7-14 (Short).   

Like many other app developers, VirnetX charges a fee for Gabriel.  Apple, on the other 

hand, provides its infringing features at no additional cost to iPhone customers.  This obviously 

hinders VirnetX’s ability to sell its product that incorporates those features and serves to force 
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VirnetX out of the market for its own technology.  See, e.g., 4/4/2018 TT (p.m.) at 20:25-21:6 

(Larsen).  This sort of competitive harm can only be rectified by injunctive relief. 

There is also a causal nexus between Apple’s infringement and this competitive harm.  To 

establish this requisite nexus, a patentee need only demonstrate “some connection” between the 

patented features and the demand for the infringing product.  Apple Inc. v. Samsung Elecs. Co. 

(Apple IV), 809 F.3d 633, 640 (Fed. Cir. 2015).  A patentee is not required to show that the accused 

feature is the “exclusive driver of customer demand,” only that it is “one of several features that 

cause consumers to make their purchasing decisions.”  Id. at 644.  For example, a patentee may 

offer proof that customers wanted, preferred, and would pay extra for the feature.  Id. 

Here, there is no dispute that Apple must use VirnetX’s patented technology in order to 

offer its Facetime and the infringing mode of VPN on Demand.  See, e.g., 4/3/2018 TT (a.m.) at 

137:4-24 (Jones).  This establishes the requisite nexus.  See Apple Inc. v. Samsung Elecs. Co. 

(Apple III), 735 F.3d 1352, 1364 (Fed. Cir. 2013) (reasoning that a patent on laptop batteries 

would be a driver of demand for laptops).  Moreover, there is ample evidence that Apple’s 

customers want, prefer, and would pay extra for Facetime.  See PX1091 at Attachment D.   

Even beyond the harm stemmed from how Apple has gutted the market for Gabriel, 

VirnetX has suffered reputational harm.  See Douglas Dynamics, 717 F.3d at 1344-45 

(describing this category of harm).  A patent owner suffers reputational harm from an infringing, 

competing product even when the patent owner’s market share increases in the face of the 

infringement because “[e]xclusivity is closely related to the fundamental nature of patents as 

property rights. It is an intangible asset that is part of a company’s reputation. . . .”  Id.  Because 

Apple’s infringing features are ubiquitous in the marketplace, VirnetX’s reputation as an 

innovator has been severely damaged.  See Asetek Danmark A/S v. CMI USA, Inc., No. 13-CV-
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00457-JST, 2015 WL 5568360, at *14 (N.D. Cal. Sept. 22, 2015) (explaining that “when 

infringing products are on the market, a patentee’s products ‘lose some of [their] distinctiveness 

and market lure’ because competitors can contend that they have similar features without 

acknowledging that those features infringe on the patentee’s intellectual property.”)  The 

reputational harm in this case has been particularly extreme.  Although VirnetX is the true 

innovator of the technology that enables Apple’s infringing features and it offers a product that 

competes directly with those features, it has been branded a “patent troll” by numerous sources.6   

Similarly, although a patentee’s willingness to license its patents can weigh against a 

finding of irreparable harm, past licensing is not dispositive.  Indeed, irreparable harm may still 

exist even where “the patent owner is willing to license its patent” and, unlike here, “does not 

commercially practice its patent.”  Texas Advanced Optoelectronic Sols., Inc. v. Renesas Elecs. 

Am., Inc., 888 F.3d 1322, 1350 (Fed. Cir. 2018).  This is because infringement may cause “hard-

to-measure harms, such as impaired goodwill and competitive position” and those harms, 

because they are difficult to measure, are irreparable, particularly where “the infringing acts 

significantly change the relevant market.”  See id.  Here, there is no question that Apple has 

significantly changed the relevant market when it gives away VirnetX’s patented technology for 

free in hundreds of millions of devices.  And there is no question that this harms VirnetX’s 

competitive position vis-à-vis its Gabriel offering and impairs VirnetX’s goodwill, particularly 

when VirnetX is currently remembered more for winning lawsuits than for selling its own 

technology in the market.  The fact that VirnetX has licensed previous infringers does not justify 

denying equitable relief to VirnetX.   

                                                 
6 See, e.g., https://interestingengineering.com/apple-to-pay-over-500-million-in-damages-to-
patent-troll; https://arstechnica.com/tech-policy/2018/04/apple-ordered-to-pay-502-6m-to-
virnetx-after-jury-finds-patent-infringement/. 
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B. Remedies at Law Are Inadequate to Compensate VirnetX. 

The facts discussed above with respect to irreparable harm are equally relevant to 

determining the adequacy of a remedy at law.  See, e.g., Lewis v. S. S. Baune, 534 F.2d 1115, 

1124 (5th Cir. 1976).  As noted above, Apple’s continuing decision to offer features in direct 

competition with VirnetX’s Gabriel product has foreclosed VirnetX’s ability to compete.  While 

the harm may be difficult to quantify, that is precisely why injunctive relief is appropriate.  Apple 

IV, 809 F.3d at 645 (“[T]he loss by Apple of a single smartphone or tablet customer may have a 

far-reaching impact on Apple’s future revenues. Because of its variable and uncertain nature, this 

loss is very difficult to calculate.”). 

Also, not only is the calculation of an ongoing royalty difficult mathematically and 

temporally, but an ongoing royalty fails to account for other contractual terms that VirnetX could 

otherwise negotiate with Apple, such as terms prohibiting Apple from challenging the validity of 

the patents and terms constraining Apple’s ability to contest whether royalties are owed for 

future products.  No monetary remedy can compensate for these terms. See Commonwealth 

Scientific & Indus. Research Org. v. Buffalo Tech. Inc., 492 F. Supp. 2d 600, 606 (E.D. Tex. 

2007) (a compulsory license may not “include other non-monetary license terms that are as 

important as monetary terms”); Transocean Offshore Deepwater Drilling, Inc. v. GlobalSantaFe 

Corp., 03-CV-2910, 2006 WL 3813778, at *5 (S.D. Tex. Dec. 27, 2006) (“[T]he court is 

persuaded that if it does not enter a permanent injunction, it will force a compulsory license on 

Transocean that will not contain any of the commercial business terms typically used by a patent 

holder to control its technology or limit encroachment on its market share.”). 

C. Considering the Balance of Hardships Between VirnetX and Apple, a Remedy in 
Equity Is Warranted. 

In analyzing the appropriateness of injunctive relief, “a court need not balance the 
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hardship when a defendant’s conduct has been willful.”  United States v. Marine Shale 

Processors, 81 F.3d 1329, 1358 (5th Cir. 1996).  Because the jury found Apple to be a willful 

infringer, and because its continued infringement after the jury verdict is undeniably willful, 

Apple is not entitled to any equitable consideration under this factor.  Cf. Shockley v. Arcan, Inc., 

248 F.3d 1349, 1361 (Fed. Cir. 2001) (affirming a district court’s “denial of equitable 

intervening rights” because [t]he record, with its finding of willful infringement, amply 

support[ed] the district court’s discretion to deny [the defendant] access to equity”).   

Even without Apple’s willfulness, the equities tilt toward VirnetX.  VirnetX’s patented 

technology is critical to its business.  See i4i, 598 F.3d at 862-863.  Meanwhile, Apple’s only 

hardship stems from ceasing its infringement, which is not relevant.  Windsurfing Int’l, Inc. v. 

AMF, Inc., 782 F.2d 995, 1003, n. 12 (Fed. Cir. 1986) (“One who elects to build a business on a 

product found to infringe cannot be heard to complain if an injunction against continuing 

infringement destroys the business so elected.”).  Because VirnetX requests entry of a narrow 

injunction that would only force Apple to cease its ongoing infringement, this factor weighs 

strongly in favor of injunctive relief. 

D. An Injunction Promotes the Public Interest. 

The public interest is served by issuing a narrow injunction that protects VirnetX’s patent 

rights. CSIRO, 492 F. Supp. 2d at 607 (“The public has an interest in a strong patent system.  In 

general, public policy favors the enforcement of patent rights. . . . Permanent injunctions serve 

that interest.”) (citations omitted).  Apple’s infringing products are not essential for the public 

health or welfare, and this factor therefore weighs in favor of an injunction. Accordingly, the 

public interest is served by the issuance of an injunction. 

Because all of the eBay factors weigh heavily in VirnetX’s favor, the Court should grant 

injunctive relief.  While Apple’s lack of non-infringing alternatives would be sufficient reason to 
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enjoin the FaceTime and VPN on Demand functionalities entirely, VirnetX is seeking only the 

narrowly tailored injunction described more fully in VirnetX’s proposed order.   

VI. THE COURT SHOULD AWARD A COMPULSORY SUNSET ROYALTY OR AN 
ONGOING ROYALTY IF NO INJUNCTION IS GRANTED.   

For the period of time between entry of final judgment and Apple’s cessation of 

infringement in compliance with an injunction, VirnetX requests a “sunset” ongoing royalty for 

Apple’s ongoing, willful infringement.  The Federal Circuit has endorsed the use of such a 

royalty.  See, e.g., Broadcom Corp. v. Emulex Corp., 732 F.3d 1325, 1339 (Fed. Cir. 2013).  

“[T]he law must ensure that an adjudged infringer who voluntarily chooses to continue his 

infringing behavior must adequately compensate the patent holder for using the patent holder’s 

property.”  Paice LLC v. Toyota Motor Corp., 609 F. Supp. 2d 620, 630 (E.D. Tex. 2009). 

When determining an ongoing compulsory royalty, “the jury’s implied royalty rate 

provides a starting point for determining the ongoing post-judgment royalty rate.” Soverain 

Software LLC v. J.C. Penney Corp., 899 F. Supp. 2d 574, 589 (E.D. Tex. 2012), rev’d on other 

grounds, Soverain Software LLC v. Victoria’s Secret Direct Brand Mgmt., LLC, 778 F.3d 1311 

(Fed. Cir. 2015). As discussed above, the jury’s implied royalty rate was $1.20 per infringing 

unit.  In order to determine how much to enhance the jury’s award in light of the defendant’s 

ongoing willful infringement, the Court must account for two primary factors: (1) any changed 

economic circumstances that were not considered by the jury, and (2) the fact that the 

defendant’s future infringement is willful.  See Mondis Tech. Ltd. v. Chimei Innolux Corp., 822 

F. Supp. 2d 639, 645–46 (E.D. Tex. 2011).  Further, this Court has analyzed the Read factors to 

perform this analysis.  See, e.g., Fractus, S.A. v. Samsung Elecs. Co., Ltd., No. 6:09-cv-421, 

2013 WL 1136964, *2 (E.D. Tex. Mar. 15, 2013).   

As discussed above, an analysis of the Read factors indicates that the Court should 
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double the jury’s award.  Although Apple’s defenses were not reasonable, following entry of 

judgment, Apple will have no remaining ability to even pretend that these defenses minimize the 

egregiousness of its conduct.  Thus, any post-judgment infringement by Apple deserves further 

deterrence through an enhanced ongoing royalty.  VirnetX requests that the ongoing royalty be 

enhanced another 25% to $3.00 per infringing unit.  This additional enhancement tracks the 

enhancement for post-verdict changed circumstances in the Court’s enhancement of the ongoing 

royalty it awarded VirnetX for Apple’s willful infringement following the first trial.  -211 Dkt. 

No. 48 at 3-7.  However, if the Court determines that the jury’s damages verdict should not be 

enhanced based on Apple’s willful infringement, VirnetX requests that the Court at least order a 

higher ongoing royalty for the same reasons that it requests enhancement of past damages.      

VirnetX requests that the Court allow Apple thirty days to comply with the injunction.  

This is a reasonable amount of time for Apple to strip its products of the infringing functionality.  

Apple already has the code to make FaceTime 100% relayed.  And it can deprecate the 

infringing, Evaluate Connection functionality in VPN on Demand, just as it did with the original, 

Always functionality that was found to infringe in 2012.  In the meantime, the sunset royalty 

should apply to both adjudicated infringing products as well as those they are not more than 

colorably different.  -211 Dkt. No. 52 at 10 (applying previous ongoing royalty to not more than 

colorably different products).  VirnetX further requests that the ongoing royalty for products 

adjudicated infringing at trial run from the day after entry of judgment until Apple complies with 

the injunction.  VirnetX requests that the ongoing royalty for the Later Released Products run 

from the date those products were sold until Apple complies with the permanent injunction.  

However, if the Court determines not to enter a permanent injunction in this case, VirnetX 

requests that the enhanced ongoing royalty of $3.00/unit apply until the earlier of (1) Apple 
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ceasing infringement by redesigning its products, or (2) the expiration of the patents-in-suit.   

VirnetX also requests that the Court require Apple to provide quarterly reporting of its 

ongoing infringing sales with payment due sixty days after the close of each quarter, which is 

this Court’s standard practice.  See Mondis Tech. Ltd. v. Chimei Innolux Corp., Case No. 2:11-

cv-378-JRG, 2012 WL 1554645, *3 (E.D. Tex. Apr. 30, 2012) (“Mondis II”).  If Apple does not 

make its payments by this deadline, VirnetX requests that the Court require Apple to pay interest 

on the overdue amounts at the prime rate, compounded annually (consistent with the Court’s 

practice regarding prejudgment interest).  VirnetX also requests that the Court require Apple to 

provide VirnetX notice of any material change to its business of importing or selling products 

containing the accused functionalities within fourteen days of such change. See Mondis II, 2012 

WL 1554645 at *3.  VirnetX also requests that the Court order that Apple’s duty to pay VirnetX 

ongoing royalties extends to Apple’s successors and assigns.  See Mondis II, 2012 WL 1554645 

at *7.  VirnetX also requests audit rights and that Apple mark its products with VirnetX’s patents 

in accordance with 35 U.S.C. § 287.  See Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., 

Inc., Case No. 2:03-cv-00597-PHX-MHM, 2010 WL 11484420, *37-39 (D. Ariz. Sept. 9, 2010).   

VII. THE COURT SHOULD AWARD PRE-JUDGMENT INTEREST. 

Pre-judgment interest should typically “be awarded where necessary to afford the 

plaintiff full compensation for the infringement.”  Gen. Motors Corp. v. Devex Corp., 461 U.S. 

648, 655 (1983); 35 U.S.C. § 284.  “[A]n award of prejudgment interest is necessary to ensure 

that the patent owner is placed in as good a position as he would have been in had the infringer 

entered into a reasonable royalty agreement.”  Id. (citation omitted).7  Except in unusual 

circumstances not present here, a prevailing patent owner is entitled to pre-judgment interest on 

                                                 
7 See also Beatrice Foods Co. v. New England Printing & Lithographing Co., 923 F.2d 1576, 1580 
(Fed. Cir. 1991); Bio-Rad Labs. v. Nicolet Instrument Corp., 807 F.2d 964, 967 (Fed. Cir. 1986). 
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the damages awarded because complete compensation includes the “forgone use of the money 

between the time of infringement and the date of judgment.”  Gen. Motors, 461 U.S. at 655-56.   

Courts in this district typically award pre-judgment interest at the prime rate compounded 

annually, to be applied on the entire jury award beginning at the date of the hypothetical 

negotiation.  -417 Dkt. No. 1079 at 57.8  In this case, pre-judgment interest assessed on the jury’s 

verdict amounts to $86,931,352 through May 31, 2018.  Weinstein Decl. at ¶ 6, at ¶ 5.  

Furthermore, prejudgment interest will continue to accrue at $68,640 per day from June 1, 2018 

through the date that judgment is entered.  Id. 

VIII. THE COURT SHOULD AWARD POST-JUDGMENT INTEREST. 

VirnetX is entitled to post-judgment interest under 28 U.S.C. § 1961, as of the date 

judgment is entered in this action and requests such an award.  Pursuant to 28 U.S.C. § 1961, 

interest is computed daily, at a rate equal to the weekly average 1-year constant maturity Treasury 

yield, as published by the Board of Governors of the Federal Reserve System, for the calendar 

week preceding the date of judgment, and shall be compounded annually.  See, e.g., Rialto Capital 

Advisors, LLC v. Lewis, No. 1:11-cv-698, 2013 WL 1701590, *5-6 (E.D. Tex. Apr. 18, 2013). 

IX. CONCLUSION 

For the reasons stated above, VirnetX requests entry of final judgment as outlined in its 

proposed form of judgment attached to this motion.

                                                 
8 See also DDR Holdings, LLC v. Hotels.com, L.P., No. 2:06-cv-42, 2013 WL 3187163 at *1-*2 
(E.D. Tex. June 20, 2013). 
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